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Overview
• Topics/Agenda
– Historical perspective
– To patent or not to patent…
• Is there an invention?
• Infringement detectability
– Drafting considerations
• Subject matter eligibility issues
• Divided infringement issues
– Foreign filing considerations
– Current trends and future outlook
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Overview
The purpose of this presentation is to provide educational and informational content and
is not intended to provide legal services or advice. The opinions and other statements
expressed by the presenter are merely educational examples/summaries, and do not
represent legal opinion
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Blockchain Patents – A Historical Perspective

The beginning of it all (sort of…)

Satoshi Nakamoto, “Bitcoin: A Peer-to-Peer Electronic Cash System,” https://bitcoin.
org/bitcoin.pdf.
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Timeline of Blockchain Consortium R3
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Timeline of blockchain patent landscape

Generated using
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To Patent or Not to Patent…

Is there an invention?
•

At its core, blockchain is a combination of a number of existing technologies
– Cryptography
– Database
– Distributed systems

•

Important to ask probing questions
–
–
–
–

Why blockchain and not regular storage?
How is it different from existing blockchain systems?
Is it improving any aspect of existing blockchain systems?
Typically, storing an end result—no matter what field the result pertains to—”on a blockchain” is not enough
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Infringement detectability
•

Basics of patenting ecosystems
– Limited monopoly in exchange of disclosing invention to the public
– Patents do not confer any positive rights – negative rights only (ticket to court)
– In general, ability to detect infringement is key to enforcement

•

Can a potential infringer be held accountable?
– What entities are potential infringers?
– Is the innovation buried deep in the source code?
– Is there an outward manifestation that can at least raise suspicion of infringement?
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Real World Example
A method for automatic storage of blocks in block chains…
comprising
…
creating … a modified Galois field GF(p^n) comprising:
(a) populating a first portion of a Galois field lookup table in the
modified Galois field GF(p^n) with p^n unique field elements;
(b) populating a second portion of the Galois field lookup table
with a plurality of virtual network address locations…

What do you think about
infringement detectability
of this claim?
a) Easily detectable
b) Impossible to detect
c) Hard, but may be
possible
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Strategy considerations
• Is maintaining the innovation as a trade secret an option?
• What’s the overall business strategy of applicant?
–
–
–
–

Increasing size of the portfolio as a buildup towards acquisition/IPO?
Licensing considerations?
Portfolio as a defensive/offensive tool?
Budgetary issues

• One size does not fit all
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Drafting Considerations

Subject matter eligibility (a brief recap)
• Alice Corp. v. CLS Bank International
– Computer method and system to reduce settlement risk in financial transactions
– Applies Mayo two-step process
– Multiple Federal Circuit cases interpreted the decision

• Confluence of software and financial aspects implicate many blockchain patents
• Current interpretation summarized in October 2019 Guidance from the USPTO
(“Revised Guidance”)
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Rationale for Revised Guidance
• Using only analogies to prior cases with disparate technologies leads to
unpredictability
– “As a fundamental policy, a legal term such as ‘abstract ideas,’ if the exclusionary standards of
Section 101 are to function as a valid rule of law, must provide concise guidance for the future.
In that sense, a rule of law is a prediction of how courts will decide future cases. ‘Abstract
ideas,’ like the term ‘obscenity,’ may provide a cultural consensus in a given instance regarding
whether a past event qualifies, but it fails to provide the kind of specificity and clarity that
makes it useful for future prediction of outcome,” Interval Licensing v. AOL, J. Plager concurringin-part and dissenting-in-part, slip op. p. 6 (Fed. Cir. 2018)
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Patent Eligibility per Revised Guidance
• Step 1: Is the claim directed to a statutorily patentable class under 35 U.S.C. § 101?
– Process, machine, article of manufacture, or composition of matter

• Step 2A:
– Prong 1: Is the claim directed to a mathematical method, a method of organizing human activity, or
a mental process? If the answer is no, the claim is eligible
– Prong 2: Does the claim integrate the abstract idea into a practical application of the judicial
exception?
• Improvement in the functioning of a computer or other technology (technological improvement)
• Implementation or use in conjunction with particular machine integral to the claim

• Step 2B: Does the claim recite additional elements that amount to significantly more than the
judicial exception?
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Eligible or Ineligible?
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Eligible or Ineligible?
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Drafting Considerations
• Specification should answer the following questions
– What technical advantages or improvements are achieved by the claimed invention
• Per Revised Guidance, the specification should provide “sufficient details such that one of ordinary
skill in the art would recognize the claimed invention as providing an improvement”
• Focus on technical aspects
– Latency, response/access time, enhanced security, reduced signaling, efficient bandwidth usage etc.
– How the invention modifies and/or improves existing blockchain/DLT technology?
• Be wary of the increasingly growing body of prior art
• Include technical details to support novelty and non-obviousness positions
• Include plain language description of the underlying problem and how the invention solves the same
• Be creative with the figures
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Divided infringement concerns
• The distributed nature of blockchain processes implicate the doctrine of divided/split
infringement
• Ideally drafting from the perspective of a single entity is preferred
A method to record transactions on a blockchain
network comprising:
- submitting a transaction to the distributed
network;
- providing a cryptographic algorithm;
- computing a hash of the transaction based on
the cryptographic algorithm to generate a
hashed transaction;
- verifying the hashed transactions via a
consensus process; and
- recording the verified transaction as a block on
the blockchain.

A method to record transactions on a blockchain
network comprising:
- receiving a transaction submitted to the
distributed network;
- providing a cryptographic algorithm;
- receiving an indication that a hash of the
transaction computed using the algorithm is
verified; and
- recording the verified transactions as a block on
the blockchain.
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Divided infringement concerns
• In some cases, drafting from the perspective of a single entity may not be feasible
• Consider minimizing the number of entities to cover inventive concepts
• Consider relationships between the entities
– Akamai Techs., Inc. v. Limelight Networks, Inc., 797 F.3d 1020 (Fed. Cir. 2015)
• One entity is responsible for others’ performance of claim limitations
(1) where the entity directs or controls others’ performance
(2) where the actors form a joint enterprise

•

Consider type of blockchain application
– Open/permission-less v. consortium/permissioned
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Foreign Filing Considerations

Top Countries
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Current Trends and Future Outlook

Key Technologies
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Top Assignees
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Technology Focus of Top Assignees
Generated using

Secret/Secure
communication

Others

Security
Information
Payment
arrangements architectures/ retrieval /
database
protocols

Finance/
Insurance

E-commerce
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Litigation Trends
• Very limited data on litigation of blockchain patents
• In 2008, Tik Tok Video v. HuoPai Video created judicial history in China by accepting
the first blockchain evidence
• In June, 2021, China’s Supreme People’s Court (SPC, China’s highest court) issued
Online Litigation Rules for People’s Courts
– Presumed authenticity of technically verified blockchain evidence
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Thank You!

Indranil Sarkar
Principal
sarkar@fr.com

Baile Xie
Associate
xie@fr.com

Please send your NY CLE forms to mcleteam@fr.com
Any questions about the webinar, contact Makayla Mainini at mainini@fr.com
A replay of the webinar will be available for viewing at http://www.fr.com/webinars
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