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INTER PARTES REVIEW - Overview

• Applicability: AIA and pre-AIA patents

• Who Can File:  anyone (but patent owner), subject to time & civil action bars

• Grounds: §§ 102, 103

• Prior Art:  patents and printed publications

• Institution Standard: reasonable likelihood that petitioner would prevail on at 
least one claim

• Claim Construction Standard:  Phillips

• Burden:  preponderance of the evidence

• Estoppel: grounds petitioner raised or reasonably could have raised



INTER PARTES REVIEW - Timeline



CONTENTS OF PETITION

37 C.F.R. § 42.104(b):

(3) How the challenged claim is to be construed. Where the claim to be construed 
contains a means-plus-function or step-plus-function limitation as permitted 
under 35 U.S.C. 112(f), the construction of the claim must identify the specific 
portions of the specification that describe the structure, material, or acts 
corresponding to each claimed function;

(4) How the construed claim is unpatentable under the statutory grounds identified 
in paragraph (b)(2) of this section. The petition must specify where each 
element of the claim is found in the prior art patents or printed publications 
relied upon; and



CLAIM CONSTRUCTION – BRI Standard (old)

37 C.F.R. § 42.100 Procedure; pendency..

(b) A claim in an unexpired patent that will not expire before a final written 
decision is issued shall be given its broadest reasonable construction in light of 
the specification of the patent in which it appears. A party may request a 
district court-type claim construction approach to be applied if a party certifies 
that the involved patent will expire within 18 months from the entry of the 
Notice of Filing Date Accorded to Petition. The request, accompanied by a 
party’s certification, must be made in the form of a motion under § 42.20, 
within 30 days from the filing of the petition.



USPTO Issues Rule Adopting Phillips Standard before the PTAB

• Proposed on May 9, 2018, adopted as a Final Rule on October 11, 2018.

• 83 Fed. Reg. 51340 

• Applies to inter partes review (IPR), post-grant review (PGR) and covered 
business method (CBM) filed on/after Nov. 13, 2018.

• Replaces the broadest reasonable interpretation standard.

• “[M]ajor bar associations, industry groups, patent practitioners, legal professors 
and scholars, and individuals all supported the change.” 83 Fed. Reg. at 51341.



Rationale:

• USPTO has authority to adopt its own claim construction standards. 

• Cuozzo Speed Techs., LLC v. Lee, 139 S. Ct. 2131, 2144-46 (2016).

• “[T]he fact that the Office uses a claim construction standard in AIA 
proceedings that is different from that used by federal courts and the ITC 
means that decisions construing the same or similar claims in those fora 
may be different from those in AIA proceedings and vice versa. Minimizing 
differences between claim construction standards used in the various fora will 
lead to greater uniformity and predictability of the patent grant, improving 
the integrity of the patent system.” 83 Fed. Reg. at 51342 (emphasis added).



CLAIM CONSTRUCTION – Phillips Standard (new)

37 C.F.R. § 42.100 Procedure; pendency..

(b) In an inter partes review proceeding, a claim of a patent, or a claim 
proposed in a motion to amend under §42.121, shall be construed using the 
same claim construction standard that would be used to construe the claim in a 
civil action under 35 U.S.C. 282(b), including construing the claim in 
accordance with the ordinary and customary meaning of such claim as 
understood by one of ordinary skill in the art and the prosecution history 
pertaining to the patent. Any prior claim construction determination concerning 
a term of the claim in a civil action, or a proceeding before the International 
Trade Commission, that is timely made of record in the inter partes review 
proceeding will be considered.



CLAIM CONSTRUCTION – Phillips Standard (new)

• IPR proceedings now use the same claim construction standard as district court 
litigations.

• Prior district court and ITC claim constructions timely made of record will be 
considered.



Broadest Reasonable Interpretation
Must be “in light of the specification” §42.100(b) 

(old version)

“[T]he patentee’s choice of preferred embodiments 
can shed light on the intended scope of the 
claims.” In re Power Integrations, Inc., 884 F.3d 
1370, 1377 (Fed. Cir. 2018) 

“When applying the broadest reasonable 
interpretation standard, the U.S. Court of 
Appeals for the Federal Circuit has cautioned 
against construing a claim term ‘so broad as 
to include a configuration expressly 
disclaimed in the specification.” Huawei v. 
Optis Cellular, IPR2018-00816, Pap. 13, 10-11.

The Phillips Standard
Must be “the ordinary and customary meaning as under 
stood by … the prosecution history ” – §42.100(b) (new 
version)

“Properly viewed, the ‘ordinary meaning’ of a claim term is 
its meaning to the ordinary artisan after reading the entire 
patent.” – Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005)

“Where the specification makes clear that the invention 
does not include a particular feature, that feature is deemed 
to be outside the reach of the claims of the patent, even 
though the language of the claims, read without reference to 
the specification, might be considered broad enough to 
encompass the feature in question.” – SciMed Life Systems, 
Inc. v. Advanced Cardiovascular Systems, Inc., 242 F.3d 1337, 
1341-42 (Fed. Cir. 2001)



Trial Practice Guide – July 2019 Update

• Petitioner must either:

• identify proposed construction and supporting intrinsic/extrinsic support; or

• State that claim terms require no express construction

• Patent owner may:

• Respond

• Propose additional terms for construction with supporting evidence

• If patent owners raises new claim construction issues, petitioner may respond

• Parties may respond to new claim construction issues Board raises sua sponte



Trial Practice Guide – July 2019 Update

• Board’s constructions will be based on the IPR record

• Board will consider these at least these factors in determining weight to afford 
claim construction determination from district court/ITC:

• similarities between records of the proceedings;

• whether construction is final or interlocutory;

• whether constructions are necessary to decide issues before the Board

• Board will consider statements by the parties in other Board proceedings, if 
timely submitted



Claim Construction in IPRs

• Western Digital v. SPEX, IPR2018-00084, Paper 14, 11 (PTAB Apr. 25, 2018) 

• Instituting IPR and finding that Petitioner complied with rules by 
identifying constructions Patent Owner urged in the district court as 
the basis for requesting review, and not expressly disagreeing with 
those constructions.



Claim Construction in IPRs

• General Electric v. Vestas, IPR2018-00928, Paper 9 (Nov. 5, 2018)

• Petitioner proposed claim constructions and what it believed to be Patent 
Owner’s proposed constructions, with which it disagreed.

• PTAB rejects Patent Owner’s assertion that Petitioner could not disagree 
with proffered constructions under 37 § C.F.R. 104(b)(3)-(4).

• “[T]he rule does not prohibit a petitioner from submitting more than one 
construction, including one that it believes is incorrect, such as a patent 
owner’s expected construction.” Id. at 16.



Claim Construction in IPRs

• Hologic Inc. v. Enzo Life Scis., Inc., IPR2019-00019, Paper 17 (Apr. 18, 2018)

• Petition denied where Petitioner argued invalidity under patent 
owner’s “erroneous” construction, and not under its proffered correct 
construction.

• “If Patent Owner’s construction in a related lawsuit is erroneous, Petitioner 
should respond accordingly there, not here. At the PTAB, petitioners 
should bring petitions for IPR asserting unpatentability based on 
constructions their petitions seek.”



Claim Construction in IPRs

• Hologic Inc. v. Enzo Life Scis., Inc., IPR2019-00019, Paper 21 (Nov. 28, 2018)

• Denying request for rehearing.

• “Although our rules do not require that parties advance only claim-
construction positions they believe are correct, they do not permit parties to 
present arguments in the form presented in the Petition here.” Id. at 4-5.

• “Petitioner does not satisfy Rule 42.104(b)(3) when, in a proceeding 
applying the Phillips claim-construction standard, it ‘expressly disagree[s] 
with its proffered constructions.’” Id. at 6 (quoting Western Digital, 
IPR2018-00084, Paper 14, 12).



Claim Construction in IPRs

• OrthoPediatrics Corp. v. K2M, Inc., IPR2018-01548, Paper 9 (P.T.A.B. Mar. 1, 
2019)

• Institution denied where petitioner failed to provide a claim 
construction, and had urged a narrower construction at the district 
court which was adopted.

• “[I]t is incumbent upon Petitioner to address substantively the District 
Court’s claim construction … when construction of that limitation is likely to 
be a focal point of the inter partes review proceeding. By failing to reconcile 
its proffered claim construction here with its very different construction 
proffered in District Court—which the District Court agreed with—Petitioner 
fails to satisfy [the burden of showing a reasonable likelihood of success].”



Claim Construction in IPRs - Indefiniteness

Samsung Electronics America v. Prisua Engineering Corp. (Fed. Cir. 2020)

• Institution denied as to claims for which PTAB could not determine scope 
and deemed indefinite, and thus Petitioner had not established reasonable 
likelihood of prevailing on those claims.

• Petitioner urged PTAB to cancel those claims as indefinite, which it declined 
to do.



Claim Construction in IPRs – Indefiniteness

Samsung Electronics America v. Prisua Engineering Corp. (Fed. Cir. 2020)

• Holds that in IPRs, PTAB cannot cancel claims as indefinite.

• Supreme Court in Cuozzo Speed Techs., LLC v. Lee stated that USPTO 
would be “acting outside its statutory limits” by “cancelling a patent claim for 
indefiniteness under § 112 in inter partes review.”

• Statute authorizing IPRs defines scope as grounds “that could be raised 
under section 102 or 103 and only on the basis of prior art consisting of 
patents or printed publications.” 25 U.S.C. § 311(b).



TIME BAR

35 U.S.C. § 315(b)(2)

An inter partes review may not be instituted if the petition requesting the 
proceeding is filed more than 1 year after the date on which the petitioner, 
real party in interest, or privy of the petitioner is served with a complaint 
alleging infringement of the patent. The time limitation set forth in the preceding 
sentence shall not apply to a request for joinder under subsection (c).



TIME BAR – Application 

• Wi-Fi One, LLC v. Broadcom Corp., 878 F.3d 1364 (Fed. Cir. 2018) (en banc)

• PTAB’s time-bar determinations are appealable

• But see Thryv v. Click-to-Call, No. 18-916 (S Ct.) (Argued Dec. 9, 2019)

• Click-To-Call Techs., LP v. Ingenio, Inc., 899 F.3d 1321 (Fed. Cir. 2018)

• Dismissal without prejudice does not undo service

• Re-examined patent not “new” for purposes of 315(b)

• Bennett Regulator Guards, Inc. v. Atlanta Gas Light Co., 905 F.3d 1311 (Fed. Cir. 
2018)

• Involuntary dismissal without prejudice does not undo service



TIME BAR – Application 

• GoPro v. 360 Heros, IPR2018-01754 (Aug. 2019)

• Determination that plaintiff lacked standing does not undo service

• IpDatatel, LLC v. ICN Acquisition, LLC, IPR2018-01823, Paper 17 (Apr. 2019)

• Service requires compliance with FRCP 4

• Aristocrat Techs., Inc. v. High 5 Games, LLC, IPR2018-00528, Paper 26 (2014)

• Delivery of proposed amended complaint ≠ “service with a complaint”



CIVIL ACTION BAR  

35 U.S.C. § 315(a)(1)

An inter partes review may not be instituted if, before the date on which the petition for 
such a review is filed, the petitioner or real party in interest filed a civil action 
challenging the validity of a claim of the patent.



CIVIL ACTION BAR – Application   

• Cisco Systems v. Chrimar Systems, IPR2018-01511, Paper 11 (Jan. 2019)

• Bar applies where petitioner files but voluntarily dismisses a DJ

• Am. Nat’l Mfg. Inc. v. Sleep Number Corp., IPR2019-00514, Paper 10 (2019)

• Bar only applies to DJ actions seeking a finding of invalidity (and not a 
Walker-Process antitrust claim)

• Dr. Reddy’s Labs. Inc. v. Horizon Pharma USA Inc., IPR2017-01995, Paper 77 (2019)

• Non-compulsory DJ counterclaims are not exempted under 315(a)(3)



PETITIONER ESTOPPEL – Overview 

• Applies at PTO, 35 U.S.C. § 315(e)(1)

• cannot request or maintain proceeding on a reviewed claim on any 
ground petitioner raised or reasonably could have raised

• Applies in Civil Actions, 35 U.S.C. § 315(e)(2)

• cannot assert in a civil action that a reviewed claim is invalid on any 
ground petitioner raised or reasonably could have raised 



PETITIONER ESTOPPEL – Litigation 

35 U.S.C. § 315(e)(2)

“The petitioner in an inter partes review of a claim in a patent under this chapter 
that results in a final written decision under section 318(a), or the real party in 
interest or privy of the petitioner, may not assert either in a civil action arising in 
whole or in part under section 1338 of title 28 or in a proceeding before 
the International Trade Commission under section 337 of the Tariff Act of 1930 that 
the claim is invalid on any ground that the petitioner raised or reasonably could 
have raised during that inter partes review.”



PETITIONER ESTOPPEL – The Basics 

• Invalidity ground actually raised, or that reasonably could have been 
raised, cannot be pursued at district court or ITC by losing petitioner.

• Applies to petitioner, or real party in interest or privy.

• Requires Final Written Decision



PETITIONER ESTOPPEL – Impact of SAS

• SAS Institute Inc. v. Iancu, 138 S. Ct. 1348 (2018)

• If IPR is instituted, it must address every claim and every ground 
petitioner raised.

• Takeaways

• Petitioners should expect estoppel on all grounds presented in IPR 
petition.



PETITIONER ESTOPPEL – Scope

• Palomar Technologies, Inc. v. MRSI Systems, LLC, No. 18-10236, slip op. at 
14 (D. Mass. Mar. 27, 2019).

• “After SAS . . . [b]ecause the PTAB must now institute review (if at all) on 
all grounds, there will be no such thing as a ground raised in the petition as 
to which review was not instituted. Accordingly, for the words ‘reasonably 
could have raised’ to have any meaning at all, they must refer to grounds 
that were not actually in the IPR petition, but reasonably could have been 
included.”

• Standard: whether “a skilled searcher conducting a diligent search 
reasonably could have been expected to discover” the reference.



PETITIONER ESTOPPEL – Scope

• Wasica Finance GmbH v. Schrader Int'l, 2020 U.S. Dist. LEXIS 9699 (D. Del. 
Jan. 14, 2020).

• Summary judgment of estoppel granted where Patent Owner sought 
to advance an obviousness argument based on reference raised in 
IPR, references it conceded could have reasonably been raised in 
IPR, and a physical product “materially identical (i.e., discloses the 
same claim elements”) to one such reference.

• “Since the estoppel provision, § 315(e)(2), applies to grounds, a 
petitioner is estopped from proceeding in litigation on those grounds, even 
if the evidence used to support those grounds was not available to be 
used in the IPR.”



PETITIONER ESTOPPEL – Scope

• Polaris Indus. v. Arctic Cat Inc., 2019 U.S. Dist. LEXIS 138210 (D. Minn. Aug. 
15, 2019).

• After FWD in which Petitioner lost, estoppel appropriate for 
obviousness combinations known before petition was filed, but not 
for obviousness combinations based on products.

• Rejects patent owner’s position that obviousness based on products 
could reasonably have been raised in a petition through product 
manuals instead of the product.



PETITIONER ESTOPPEL – Impact of Standing

• AVX Corp. v. Presidio Components, Inc., 923 F.3d 1357 (Fed. Cir. 2019).

• Being a competitor is not enough to establish standing to appeal a 
PTAB decision. 

• Court declined to address whether a party in AVX’s position could be later 
subject to the estoppel.

• FWD held some claims unpatentable, others not.



PETITIONER ESTOPPEL – Before Patent Office

SK Hynix Inc. v. Netlist, Inc., IPR2018-00364, Paper 32 (PTAB Aug. 5, 2019)

• FWD in Petitioner’s other IPRs on the same patent (unpatentable 
determination) gave rise to estoppel of Petitioner’s pending IPR on the 
same patent, even though it was just days from a final written decision. 

Takeaways: 

1. Where possible, file multiple petitions on the same day to ensure close-in-
time institution decisions; and 

2. Request consolidation of proceedings when multiple petitions are instituted.



DISCRETIONARY DENIALS

• Most likely scenarios for discretionary denial of institution

1. Multiple petitions filed by the same petitioner

2. Different petitioners challenge the same patent

3. Petition includes prior art or arguments previously presented

4. Late-stage, co-pending litigation

5. Significant number of claims and/or grounds do not have a reasonable likelihood 
of prevailing



Considerations in Instituting Review – Petitioner’s Multiple Petitions 

• “[O]ne petition should be sufficient to challenge the claims of a patent in most
situations.” Trial Practice Guide (July 15, 2019 Update)

• In the case of petitioner’s multiple petitions, petitioner should:

• (1) rank the petitions in the order in which it wishes the Board to consider 
the merits, if the Board uses its discretion to institute any of the petitions, 
and;

• (2) succinctly explain the differences between the petitions, why the issues 
addressed by the differences are material, and why the Board should 
exercise its discretion to institute additional petitions if it identifies one 
petition that satisfies petitioner’s burden under 35 U.S.C. § 314(a). 



Considerations in Instituting Review – Follow-On Petitions

1. whether the same petitioner previously filed a petition directed to the same 
claims of the same patent;

2. whether at the time of filing of the first petition the petitioner knew of the prior art 
asserted in the second petition or should have known of it; 

3. whether at the time of filing of the second petition the petitioner already received 
the patent owner’s preliminary response to the first petition or received the 
Board’s decision on whether to institute review in the first petition; 

General Plastics Co., Ltd. v. Canon Kabushiki Kaisha, IPR2016-01357, slip op. 16–
17 (PTAB Sept. 6, 2017) (Paper 19) (precedential). 



Considerations in Instituting Review – Follow-On Petitions (cont’d)

4. the length of time that elapsed between the time the petitioner learned of the 
prior art asserted in the second petition and the filing of the second petition; 

5. whether the petitioner provides adequate explanation for the time elapsed 
between the filings of multiple petitions directed to the same claims of the same 
patent; 

6. the finite resources of the Board; and 

7. the requirement under 35 U.S.C. § 316(a)(11) to issue a final determination not 
later than 1 year after the date on which the Director notices institution of 
review. 



Considerations in Instituting Review – Multiple Other Petitions 

• Petitioner filed 3 petitions after another party’s petition was denied

• Board denied Valve’s petition, arguing that it qualified as a follow-on petition 
because Valve challenged the same patent claims as earlier petitioner HTC

• Board also found that there was a “significant relationship” between Valve and 
HTC because they were both co-defendants in a district court litigation

• Expands the General Plastic doctrine to multiple petitioners under certain 
situations (e.g., a “significant relationship” between petitioners)

Valve Corporation v. Electronic Scripting Products, Inc., IPR2019-00062, Paper 11 
(PTAB Apr. 2, 2019) (precedential)



Considerations in Instituting Review – Late Stage, Co-Pending Litigation

• Board exercised its discretion under 35 U.S.C. §§ 314(a) and 325(d)

• 325(d): Cited art had already been considered by the examiner during 
prosecution. 

• 314(a): “The advanced state of the district court proceeding is an additional 
factor that weighs in favor of denying the Petition[.]”

• Board: institution would not further AIA goal of efficiency, because district 
court would render a validity decision on the same art before an IPR 
institution decision was issued.  

NHK Spring Co. Ltd. v. Intri-Plex Technologies Inc. IPR2018-00752, Paper 8 
(PTAB Sep. 12, 2018) (precedential) 


