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Agenda

• Notable Trademark Cases & Developments in 2019

– Iancu v. Brunetti

– Booking.com v. USPTO

– Peter v. NantKwest

– Mission Product v. Tempnology

• Notable Copyright Cases & Developments in 2019

– Fourth Estate v. Wall-Street.com

– Rimini Street v. Oracle

– Christian Charles v. Seinfeld

– Marcus Gray v. Katy Perry/Kathryn Townsend Griffin v. Ed 

Sheeran/Sean Hall v. Taylor Swift

– Georgia v. Public.Resources.Org

• Updates at the USPTO and Notable TTAB Decisions

• Notable Cases to Watch For in 2020
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Notable Trademark 

Cases in 2019



Iancu v. Brunetti
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• After striking down the ban on disparaging marks, the Supreme Court has 

turned to the registrability of “immoral … or scandalous” marks. 

• Erik Brunetti, the plaintiff/applicant, is a designer and artist who applied to 

register the mark FUCT, which he alleged he has been using in commerce since 

1991, in connection with clothing. 

• After initially allowing/publishing the FUCT application for opposition, the 

USPTO pivoted and refused the application under Section 2(a) of the Trademark 

Act on the basis that the word FUCT is “scandalous because it is disparaging 

and a total vulgar.”



Booking.com v. USPTO
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• Is BOOKING.COM generic for online travel reservations? 

– The Examining Attorney and Trademark Trial and Appeal Board think so.

– The Eastern District of Virginia, and Fourth Circuit, disagree.  The Fourth Circuit concluded 

that the addition of “.com” could transform an otherwise generic term into something that 

consumers might recognize as a trademark. 

– The Supreme Court will decide the issue in 2020. 



Peter v. NantKwest

• The Patent Act provides two ways for an applicant to challenge an adverse decision:

– Appeal directly to the Federal Circuit under §141; or 

– File a new civil action against the Director of the USPTO in federal district court under §145. In filing a new 

action, an applicant is able to present new evidence for de novo review.  As a condition for permitting such 

extensive review, the applicant is required pay “[a]ll the expenses of the proceedings.”  35 U.S.C. §145. 

• After the USPTO denied NantKwest, Inc.’s patent application, NantKwest brought a new civil 

action under §145.  The District Court granted summary judgment to the USPTO, and the 

Federal Circuit affirmed.  The USPTO then moved for reimbursement of expenses, including 

the pro rata salaries of legal personnel that worked on the case. The en banc Federal Circuit 

affirmed and the Supreme Court granted certiorari.

• The unanimous opinion, written by Justice Sotomayor, starts with the “bedrock principle 

known as the ‘American Rule’: Each litigant pays his own attorney’s fees, win or lose, unless 

a statute or contract provides otherwise.” The Court notes that this presumption applies to 

all statutes—even those like §145.
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Mission Product v. Tempnology

• This case resolves a longstanding circuit split regarding recourse for 

termination of trademark licenses during bankruptcy.  

– Option 1: The licensor may reject the trademark license – leaving the licensee only with the 

remedy of filing a claim in the bankruptcy case.  

– Option 2: The licensor may reject the trademark – but the licensee may retain certain rights, 

while also filing a claim in the bankruptcy case. 

• Tempnology manufactured athletic sportswear under the COOLCORE 

trademark, which it licensed to Mission Product.  Tempnology attempted to use 

its bankruptcy filing as a means to terminate the license to Mission Products. 

• The Supreme Court decided that companies that go bankrupt cannot use the 

process to unilaterally revoke a trademark license. "The question is whether 

the debtor-licensor's rejection of that contract deprives the licensee of its 

rights to use the trademark. We hold it does not," Justice Elena Kagan wrote. 

"A rejection breaches a contract but does not rescind it. And that means all the 

rights that would ordinarily survive a contract breach, including those 

conveyed here, remain in place."
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Notable Copyright Cases 

in 2019



The Copyright Office
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Fourth Estate v. Wall-Street.com

Is a copyright registration necessary to file a copyright infringement 

claim in federal court?
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In a unanimous ruling penned by Justice Ruth Bader Ginsburg, the Supreme Court 

affirmed the decisions of the lower courts holding that a copyright owner may not file a 

lawsuit for infringement until after the Copyright Office takes action on the copyright 

application.  



Rimini Street v. Oracle

• District Court:  Rimini Street ordered to pay almost 

$100 million, which included $12.8 million for 

litigation expenses (e.g., expert witnesses, e-

discovery, and jury consulting), after a jury found 

that Rimini Street infringed Oracle’s copyrights. 

• On Appeal: Rimini Street argued that the Copyright 

Act limits the judgment awarded to “taxable costs.”  

The Court of Appeals held that non-taxable costs –

which includes litigation expenses – could be 

included. 

• The Supreme Court: reversed, siding with Rimini 

Street.

An award of  costs under the Copyright Act is 

limited to those specified in 28 U.S.C. §§ 1821 and 

1920. 
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Christian Charles v. Jerry Seinfeld

• Case dismissed.  The court found that Charles was barred by the statute of limitations 

which had begun in 2012 – when the dispute first arose. 

• 17 USC 505: No civil action shall be maintained under the provisions of this title 

unless it is commenced within three years after the claim accrued.
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Musical Mischief

• Marcus Gray v. Katy Perry (“Dark Horse”)

– A 2019 jury decided that Katy Perry and her collaborators must pay over $2.75 million to 

Marcus Gray. 

• Kathryn Townsend Griffin v. Ed Sheeran (“Thinking Out Loud”)

– Does Ed Sheeran's "Thinking Out Loud" infringe Marvin Gaye's "Let's Get It On"? 

• Sean Hall v. Taylor Swift (“Shake It Off”)

– U.S. Court of Appeals for the Ninth Circuit reversed and remanded the district court’s 

dismissal of Hall’s complaint against Swift which alleged copyright infringement based on the 

song “Shake It Off.”  
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Georgia v. Public.Resources.org

• The Official Code of Georgia Annotated (“OCGA”) is a compilation of Georgia 

statutes accompanied by various annotations, “consisting of history lines, repeal 

lines, cross references, commentaries, case notations, editor’s notes, excerpts from 

law review articles, summaries of opinions of the Attorney General of Georgia, 

summaries of advisory opinions of the State Bar, and other research references.”

Copyrightable?
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• District Court: ruled for Georgia, finding 

that they OCGA are not public domain.  

• Court of Appeals: reversed on the basis 

that the annotations are written into the 

OCGA such that they are attributable to the 

constructive authorship of the people and 

are thus public domain material. 



Upcoming Changes at 

USPTO



Electronic Filing

• All applications filed under Sections 1 and/or 44 must be filed using TEAS 

(unless a special exception). 

• All filings relating to applications and registrations must be submitted via 

TEAS (unless a special exception).

– Fax transmission is never permitted. 

• Where it is not possible to submit evidence of use via TEAS (e.g., non-

traditional marks incl. scent and flavor), Applicant must indicate in the TEAS 

filing that the specimen will be mailed in. 
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Specimen Requirements

• Labels and Tags: 37 C.F.R. §2.56(b):

– “A trademark specimen must show use of the mark on the goods, on containers or packaging for the 

goods, on labels or tags affixed to the goods, or on a display associated with the goods.” 

– Labels or tags may be accepted if, on their face, they clearly show the mark in actual use in commerce.

• Service Marks: 37 C.F.R. §2.56(b)(2):

– “A service mark specimen must show the mark as used in the sale of the services, including use in the 

performance or rendering of the services, or in the advertising of the services. The specimen must show a 

direct association between the mark and the services.”

• Webpage Specimens: 37 C.F.R. §2.56(c):

– “..A webpage must include the URL and access or print date. An artist’s rendering, a printer’s proof, a 

computer illustration, digital image, or similar mockup of how the mark may be displayed, or a photocopy of 

the drawing required by § 2.51, are not proper specimens.”
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• To clearly show actual use in commerce, the tag 

or label would include informational matter that 

traditionally appears on a label for those types of 

goods such as net weight, volume, UPC bar 

codes, lists of contents, etc.

• Labels that do not show actual use in commerce, 

appear to be temporary, or appear to be mock-

ups will be refused under Sections 1 and 45 for 

failure to show the mark in actual use in 

commerce.



Notable TTAB Decisions



Laverne J. Andrusiek v. Cosmic Crusaders LLC

• Laverne Andrusiek is seeking to cancel Cosmic Crusader’s registration for the 

mark CAPTAIN CANNABIS for use with “comic books” in Class 16. 

• In a discovery dispute, the Board addressed whether a witness located in the 

United States whose testimony is presented by affidavit or declaration may be 

cross-examined by written questions.  
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• The answer?  Depends on the location. 

• IMPORTANT NOTE: The rules do not require 

that oral examination be taken in person, 

and instead allow other remote means 

should the parties so stipulate or upon 

motion for good cause. 



A&H Sportswear Co., Inc. v. William W. Yedor

• A&H objected to William Yedor’s application for the mark MIRACLE ON 35TH 

STREET for clothing based on (among other things) a likelihood of confusion 

with its various MIRACLE marks (e.g., MIRACLESUIT, MIRACLEBODY, and 

MIRACLESHAPER). 

• This decision focused not on the confusing similarity of the marks, but instead 

on whether Yedor had sufficiently proven that he had a bona fide intent to use 

the mark.  His evidence included: 

• While Yedor did not have any post-filing evidence to support his position, he 

explained this away as waiting for (a) this legal dispute to resolve and (b) “once 

the White Sox fan base has something to cheer about – making marketing efforts 

worthwhile and successful.”
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– Yedor declared that he intended to 

use the mark. 

– He owned a domain name where he 

planned to sell t-shirts. 

– He had a single shirt design. 

– 11 years prior to filing the application, 

he had given prototype shirts to 

friends and families. 



In re Ocean Technology, Inc.
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for “crabmeat” in Class 29.

Literal Element: ALL NATURAL 100% REAL CALLINECTES CRAB GOURMET 

CRABMEAT PASTEURIZED

Issue 1: Do the 

goods consist of 

100% real 

Callinectes crab? 

Issue 2: Does the 

mark function as a 

mark, or is it merely 

informational, 

consisting of non-

source indicating 

informational terms? 



In re Broken Arrow Beef and Provision, LLC

Broken Arrow Beef and Provision, LLC, located in Broken Arrow, Oklahoma, applied 

register the mark BA BEEF for “beef; flavored nuts; frozen fish; pork; poultry; 

preserved fish; processed pecans; seasoned nuts; chicken” in Class 29. 
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To refuse registration of a mark on the ground that it is 

primarily geographically descriptive, the USPTO must 

show:

(1) the mark sought to be registered is the name of a place 

known generally to the public; 

(2) the public would make a goods/place association, i.e., 

believe that the goods for which the mark is sought to be 

registered originate in that place; and

(3) the source of the goods is the geographic region named in 

the mark. 

Are the letters “BA” in BA BEEF the name of a place known 

generally to the beef-purchasing public?



Notable Cases to Watch 

for in 2020
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Notable Cases to Watch for in 2020

• USPTO v. Booking.com: Does the addition of a TLD to an otherwise generic 

term create a protectable mark?  On appeal, is the USPTO entitled to recover 

its fees?

• Romag v. Fossil: Is willfulness required in order to obtain disgorgement of 

profits? 

• Greg Young Publishing v. Zazzle: can “print-on-demand vendors” continue 

to survive? 

• Lucky Brand Dungarees v. Marcel Fashions Group, Inc.: Can federal 

preclusion principles bar a defendant from raising defenses that were not 

actually litigated and resolved in any prior litigation between the parties? 

• Dr. Seuss v. ComicMix: Is a mash-up of Dr. Seuss’ “Oh, The Places You’ll 

Go!” with “Star Trek” in “Boldly Go!” sufficiently transformative to be protected 

under the doctrine of fair use? 
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