Trademark & Copyright

International Trademark Filings Under
the Madrid Protocol
What Is the Madrid Protocol?
The Madrid Protocol is an international treaty designed to simplify the
process for obtaining and maintaining trademark protection through a
centralized filing system.
How Does It Work?
Provided the owner of a US trademark application or registration (i) is a
national of, (ii) is domiciled in, or (iii) has a real and effective place of business
in the United States, it may file an International Application through the US
Patent and Trademark Office (USPTO) designating any of the more than 116
member countries, including the European Union, in which protection is
sought. If minimum filing requirements are met, an International Registration
is issued by the World Intellectual Property Organization (WIPO) and the
application is then forwarded for examination to the national trademark
offices in the designated countries or to the European Union Intellectual
Property Office (EUIPO). Individual national trademark offices that approve
the mark will issue a “statement of grant of protection,” equivalent to a
national trademark registration.
What Is the Term of Protection?
Ten years, with renewals and assignments processed centrally by WIPO with
a single filing by the owner of the registration. Official renewal fees and
national use requirements, if any, in the designated countries still apply.
The Madrid Protocol represents a potentially more cost-effective means of
seeking trademark protection internationally, and we encourage you to
contact us with any questions you may have.

Current Members:
Primary Advantages
•

•
•

Single electronic filing at
USPTO, in English,
covering multiple
countries
Possible lower
prosecution fees
Simplified and less
expensive filings of
assignments and
renewals

Primary Disadvantages
•

•

•

Goods/services limited to
home application (for US
applicants, this will often
mean a narrrower scope
of protection than may be
possible with individual
national filings)
Subject to “central
attack” for five years
(abandonment,
cancellation, or
limitation of home
application/registration
affects all countries
designated in
International Registration)
Assignees must be
nationals of, domiciled
in, or have a commercial
establishment
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As of October 2018, members of the African Intellectual Property Organization
(OAPI) include Benin, Burkina Faso, Cameroon, the Central African Republic, Chad,
Comoro Islands, Congo, Equatorial Guinea, Gabon, Guinea, Guinea-Bissau, Ivory
Coast, Mali, Mauritania, Niger, Senegal, and Togo
1

2

Malawi will be a member as of December 25, 2018
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Fish & Richardson is a global patent prosecution, intellectual property litigation, and commercial litigation law firm with more than 400 attorneys and technology specialists in the U.S. and Europe.
Fish is the #1 U.S. patent litigation firm, handling nearly three times as many cases than its nearest competitor; a powerhouse patent prosecution firm; a top-tier trademark and copyright firm; and
the #1 firm at the Patent Trial and Appeal Board, with more cases than any other firm. Since 1878, Fish attorneys have been winning cases worth billions in controversy – often by making new
law – for the world’s most innovative and influential technology leaders. For more information, visit https://http://www.fr.com or follow us at @FishRichardson.
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