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The Two Sides of the Coin in Post-Grant Practice:
Petitioner and Patent Owner Estoppel

Join us on Wednesday, May 9, for Part |l of our webinar, Choosing Whether to Cha serge a Pa tent at the
="AE Has Shsw Watered Down Petitioner Estoppel? Fish attomeys Karl Re
Dan Smith will continue their discussion of estoppel in post-grant proceedin: y t
district court and PTAB decisions as well as decisions from the Patent Office implicating petitoner and

patent owner estoppel, and will discuss techniques to mitigate the risks of estoppel.

Register now for this Post-Grant for Practitioners webinar.

Wednesday, May 9, 2018
1:00 PM — 2:00 PM EDT
Via the web

Speakers:

Karl Renner Gwilym Attwell Dan Smith
renner@frcom attwell@dr.com dsmith@fr.com
Principal Principal Aszociate
Washington, DC Delawars Dallas

Fish & Richardson will apply for 1.0 hour of general CLE cradit in most states. Iif you would like to receive
CLE credit, register with your state bar information.

f you have guestions, please contact Lauren McGovern at megovem@fr.com.
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Filings Continue To Exceed Expectations

8,482 AlA Petitions Filed Since 2012

" |PR =CBM =PGR

F I S H . Source: Lex Machina, as of 5/8/2018




Technology Breakdown By USPTO Tech Center

2012 - Present

Bio/Pharma
10%

Chemical
7%

Mechanical

250 Electrical/Computer

58%

= Electrical/Computer = Mechanical =Bio/Pharma =Chemical

F I S H . Source: Lex Machina, as of 5/8/2018, design Patents make up <1% of remaining petitions




Part One — Patent Owner
Estoppel
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Patent Owner Estoppel —
What Is It?
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Post-Grant Estoppel — Several Different Types

Applies to

District Court, ITC 35 U.S.C. 88315(e) and Petitioner actions at the
325(e) District Court and ITC
PTAB 35 U.S.C. 88315(e) and Petitioner actions in post-
325(e) grant proceedings
US PTO 37 C.F.R. 842.73(d)(3) Patent Owner actions at the
PTO
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Patent Owner Estoppel

. 37 C.F.R. §42.73(d)(3)

« “A patent applicant or owner is precluded from taking action
Inconsistent with [an] adverse judgment, including obtaining in
any patent ... [a] claim that is not patentably distinct from a
finally refused or canceled claiml[.]”

« Patent Owner cannot effectively “resurrect” invalidated
claims by obtaining new claims with similar scope

FISH. L




Scope Of Patent Owner Estoppel

« Usually requires a Final Written Decision

« Scope — any claim “that is not patentably distinct from
a finally refused or canceled claim”

* Only applies to claims found unpatentable by the decision

» Estoppel extends to:
* Prosecution of new or pending patent applications
* Reissue
« EX parte reexamination

* Inter partes review, Cover Business Method (CBM) review,
etc.

FISH.
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Scope Of Patent Owner Estoppel (cont.)

« PO estoppel is not as broad as Petitioner estoppel
« Does not extend to issues that “could have been raised.”

 Original language was consistent with Petitioner rule:

« Patent Owner would have been prohibited from obtaining a
“claim that could have been filed in response to any properly
raised ground of unpatentability for a finally refused or cancelled
claim.”

» Rules of Practice for Trials Before the Patent Trial and Appeal Board and Judicial
Review of Patent Trial and Appeal Board Decisions, 77 Fed. Reg. 48,612,
48,649 (Aug. 14, 2012).

« Office changed scope in response to public feedback during
the comment period
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“Not Patentably Distinct”

* The Federal Circuit has repeatedly held that “a later
patent claim is not patentably distinct from an earlier
claim if the later claim is obvious over, or anticipated by,
the earlier claim.”

« See, e.g., Eli Lilly & Co. v. Barr Labs., Inc., 251 F.3d 955, 968
(Fed. Cir. 2001);

 Inre Hubbell, 709 F. 3d 1140, 1145 (Fed. Cir. 2013).

* Note: These cases address patentable distinction in
other contexts
* There does not appear to be any Federal Circuit guidance

with respect patentable distinction in Patent Owner
estoppel context
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Enforcement

« Without involvement of third parties, the Patent Office
enforces estoppel in later proceedings

« “The Office will examine a claim presented in a
subsequent proceeding on the merits and apply the
estoppel if the claim is not patentably distinct from the
finally refused or cancelled claim, similar to a ground of
rejection based on res judicata.”

* Rules of Practice for Trials Before the Patent Trial and Appeal Board and
Judicial Review of Patent Trial and Appeal Board Decisions, 77 Fed. Reg.
48,612, 48,649 (Aug. 14, 2012)
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Enforcement (cont.)

* In practice, Patent Owner estoppel is enforced most
often in reexam

* In time period from 2014 to 2016, after a PTAB final
written decision finding all claims unpatentable:

« Patent Owner estoppel was applied in 58% of ex parte reexams
(26 out of 45 cases)

« However, Patent Owner estoppel was applied in only 3% of
continuation and reissue cases (7 continuations and 7 reissues
out of 382 cases)

Source: Eldora Ellison and Jacob Rothenberg, A Survey Of Patent Owner Estoppel At USPTO,
available at https://www.law360.com/articles/956869/a-survey-of-patent-owner-estoppel-at-uspto

FISH.
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https://www.law360.com/articles/956869/a-survey-of-patent-owner-estoppel-at-uspto

Patent Owner Estoppel —
Practical Considerations
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Patent Owner Estoppel — Practical Considerations

- Patent Owners are increasingly utilizing reissue and ex parte
reexamination to amend claims rather than Motions to Amend in

IPR

* |IPR Motion to Amend: very difficult to obtain amended claims
- Very few examples of successful motions to amend to date
* Reissue and reexam: more favorable to Patent Owner

- PTAB has explicitly stated that Patent Owners are free to use

these alternative procedures instead of Motion to Amend

- See, e.g., ldle Free Sys., Inc. v. Bergstrom, Inc., IPR2012-00027, at 6
(P.T.A.B. Jun. 11, 2013) (Paper 26)

- Patent Owner estoppel grows in importance the more these
procedures are used as alternatives to Motion to Amend

FISH.
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Patent Owner Estoppel — Practical Considerations

- Patent Owners might consider soliciting written
confirmation of a finding on patentable distinction during a
reexam or reissue following an IPR

« Even a conclusory statement by the Examiner may protect from
later challenges that Patent Owner should not have obtained new
or amended claims due to estoppel

- However, POs should consider the impact of patentable
distinctness on infringement case based on new claims

FISH.
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Patent Owner Estoppel — Practical Considerations

- Petitioners / Defendants faced with patent claims related to
those found unpatentable in IPR should consider whether
new claims barred by estoppel

* If no finding of patentable distinctness in file history, consider
raising 42.73 estoppel to invalidate claims (possibly in an ex
parte reexam)

FISH. o




Part Two — Effects of SAS on
Post-Grant Estoppel
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« SCOTUS found 5-4 that the PTAB is
required by 35 U.S.C. § 318 to issue
a Final Written Decision on all claims
challenged in an IPR/CBM/PGR
petition

« PTAB lacks the authority to institute
review of a partial set of the
challenged claims

« All or nothing: must institute on all
challenged claims or none at all

FISH.

SAS Institute Inc. v. lancu

Care ns: R4 L1 S (E01E) 1

Opinion ol e Court

M crir e 56 siiack 2o farmcl vevisio bt pbleatics in
1 s s vy

SUPREME COURT OF THE UNITED STATES
No. 16 969

SAS INSTITUTE INC, PETITIONER ¢ ANDRIZ TANCL,
AS DIRECTOR, UNITED STAT ENT
AND TRADEMARK OFFICE, 121 Al
CNWRIT OF TORART TO THE LINITEL S CUHIRT U
AFPPEALS POR THE FEDERAL CIRCULT

[Apnl 24, 2018]

JUSTICE (GoRSUCH delivered the opinion of the Court

A fow years ago Congress eroatod “inter partes roview.”
The new procedure allows private parties o challeng
previously w patent claims inoan adversacial procoss
before the Patent Office that mimics civil litigation. Re-
contly, the Couret upheld the inter partes review statule
aga a itutional challenge. O Steies Energy
Services, v, (freene's Energy Group, LLC, ante, p.
Now we Like up a question concerning the ule's opera-
tion.  When the Patent Offier initiates an inter partes
review, must it vesolve all of the elaims in the case, or may
it choose o linul its review lo only seme of them? The
statute, we find, supplies a clear answer: the DPatent Office
s a final wrillen decizion with respeel o Lhe

of any patent claim challenged hy the peti-
Loner.” 1.8.C. §318(a) (emphasis added). I this
comtext, a8 in g0 many others, “amy” means “every” The
agency cannol curate the claims ab issue but must decide
them all,

“To promole the Progress ol Seience amd uselul Arls,”

21




Petitioner Estoppel Considerations Post-SAS

- Prior to SAS:
» Less downside to presenting a weaker ground, or stretching art to
cover extra claims
» Estoppel does not attach to non-instituted grounds (Shaw)
* If no institution on a weaker ground, Petitioner still able to present
same ground in other proceedings (ITC, district court, etc.)

- After SAS:
* No partial institution
 If proceeding institutes, estoppel attaches to all grounds
» Estoppel thus likely on all presented grounds, not just the strongest

- Takeaway: Petitioners should expect estoppel on all grounds
presented in Post-Grant petitions
* Choose grounds carefully, only present the strongest

FISH. 7




Patent Owner Considerations Post-SAS

- Prior to SAS:
« Patent Owner’s often used the Preliminary Response to knock out
weaker grounds
« Reduce the issues in play post-institution

- After SAS:
« No chance to reduce the issues: all grounds instituted or nothing
Instituted
* Preliminary Response only effective if knocks out all grounds, less
useful

- Takeaway: Patent Owners should consider a limited Preliminary

Response
« “Keep your powder dry” until after institution

FISH. .




Post-Grant Resources
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#FishWebinar

Resources @FishPostGrant

e Fish Websites:
* Post-Grant for Practitioners: http://fishpostgrant.com/webinars/

General: http://fishpostgrant.com/

Rules governing post-grant: http://fishpostgrant.com/
Post-Grant App: http://fishpostgrant.com/app/

Post-Grant Radio: http://fishpostgrant.com/podcasts/

« USPTO Sites:
* AIA Main: http://www.uspto.qgov/aia implementation/index.|sp

* |nter Partes: http://www.uspto.qgov/aia implementation/bpai.jsp

* PTAB’s Guidance on SAS: https://www.uspto.gov/patents-
application-process/patent-trial-and-appeal-board/trials/guidance-
Impact-sas-aia-trial
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#FishWebinar
Thank YOU! @FishPostGrant

Karl Renner Gwilym Attwell Dan Smith
Principal & Post-Grant Principal Associate
Practice Co-Chair Delaware Dallas
Washington, DC attwell@fr.com dsmith@fr.com

renner@fr.com 302-778-8458 214-292-4071
202-626-6647

Please send your NY CLE forms or questions about the
webinar to Lauren McGovern at mcgovern@fr.com

A replay of the webinar will be available for viewing at
http://www.fishpostgrant.com/webinars
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