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fr.com  |  4



What is A 

Design Patent? 



Starting With the Statute 
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(a) In General.—

Whoever invents any new, original and ornamental design for an article of 

manufacture may obtain a patent therefor, subject to the conditions and 

requirements of this title.

35 U.S.C. § 171 



Fashion Over Function
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“In general terms, a ‘utility patent’ protects the way 

an article is used and works, while a ‘design 

patent’ protects the way an article looks.” 

MPEP1502.01.

“Articles of manufacture necessarily serve a 

utilitarian purpose, but design patents are 

directed to ornamental designs of such 

articles.”  Ethicon Endo-Surgery, Inc. v. Covidien, 

Inc. 796 F.3d 1312 (Fed. Cir. 2015)



Design Patents Across Industries
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Source: PatSnap



Design Patents Across Industries—Consumer Goods 
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D733,373

D863,104

D470166



Design Patents Across Industries--Medical 
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D661,804 D652,922 D576,279



Design Patents Across Industries—Tech/GUI 
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D687047
D669906



Functional And Ornamental? 
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• A design may contain both functional and ornamental elements.

• The scope of a design patent must be limited to the ornamental 

aspects of the design.

• The shape and ornamentation of functional features are protected 

to the extent they contribute to the overall ornamentation of the 

design.

• Courts will often focus on the availability of alternative designs to 
accomplish the same alleged functionality.

• Other factors include whether the protected design represents the 

best design; whether alternative designs would adversely affect 

utility; whether there are related utility patents; whether advertising 
touts particular features of the design as having utility; whether 

there are any elements in the design clearly not dictated by 

function.



Differences 

Between Design 

and Utility Patents 

(Litigation)



Design and Utility: Two sides of the same coin?
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• "Thus it was that the patentability of designs to be came to be subject to the 

new § 103 which was written with an eye to the kinds of inventions 

encompassed by § 101 with no thought at all of how it might affect designs." 
Nalbandian, 661 F.2d 1214, 1219 (CCPA 1981) (Rich, J., concurring).

• "In the design patent context, however, the judge's explanation of the 

decision is more complicated because it involves an additional level of 

abstraction not required when comprehending the matter claimed in a utility 

patent....Given the lack of a visual language, the trial court must first 
translate these visual descriptions into words--I.e., into a common medium 

of communication." Durling v. Spectrum, 101 F.3d 100, 103 (Fed. Cir. 1996).

• "Obviousness of utility patents requires considerations such as unexpected 

properties, utility, and function. Design patents, on the other hand, relate to 
considerations such as the overall appearance, visual impressions, artistry, 

and style of ornamental subject matter. Ornament is in the eyes of the 

beholder. Functional utility is objective. LKQ v. GM, Case No. 21-2348 (Fed. Cir. 

2023 (Lourie, J. Concurring). 



Claim Construction

fr.com  |  15

V.

"[D]esign patents 'typically are claimed as shown in drawings' . . . For that reason, this court has not 

required that the trial court attempt to provide a detailed verbal description of the claimed design as 

is typically done in the case of utility patents." Egyptian Goddess, Inc. V. Swisa, Inc., 543 F.3d 665, 679 

(Fed. Cir. 2008).



The Ordinary Observer

• Perspective from which anticipation and infringement are analyzed

• The ordinary observer is not an expert, but can be a sophisticated 

commercial buyer.

• Cases with multiple purchasers

• Component cases
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Stock Image of "Average Guy"



Infringement + Anticipation

• Analyzed from the perspective of an ordinary observer

• Key is deception: "if, in the eye of an ordinary observer, giving such attention as a purchaser

usually gives, two designs are substantially the same, if the resemblance is such as to deceive

such an observer, inducing . . . purchase [of] one supposing it to be the other, the first one

patented is infringed by the other.” Egyptian Goddess

• For infringement, the analysis should take account of the scope of the prior art because "the

attention of the ordinary observer 'will be drawn to those aspects of the claimed design that differ

from the prior art.'" Lanard Toys; Egyptian Goddess
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Obviousness: The Ordinary Designer
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• Perspective from which obviousness is analyzed.

• Like a skilled artisan in the utility context, the level of 

skill will be fact dependent and differ based on field.

• Ultimate inquiry is whether the design would have been 

obvious to a skilled designer.



Obviousness: The Rosen Reference

• First step in the obviousness analysis

• A Rosen reference is a "primary reference" a "something in 

existence" that is "basically the same" as the claimed design.

• Cases like Durling and Jennings have suggested the 

Rosen requirement serves to anchor the inquiry on the overall 

appearance of the design, rather than allowing hindsight-

based reconstructions.
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Combining References

fr.com  |  20

If a Rosen reference exists, secondary references 

may be used to modify the primary reference if they are 

"so related [to the primary reference] that the 

appearance of certain ornamental features in one would 

suggest the application of those features to the other."

MRC Innovations, Inc. v. Hunter Mfg., LLP, 747 F.3d 1326, 

1331 (Fed. Cir. 2014)



Damages

Whoever during the term of a patent for a design, without license of the owner, (1) applies the 

patented design, or any colorable imitation thereof, to any article of manufacture for the purpose 

of sale, or (2) sells or exposes for sale any article of manufacture to which such design or 

colorable imitation has been applied shall be liable to the owner to the extent of his total 

profit, but not less than $250, recoverable in any United States district court having jurisdiction 

of the parties.

Nothing in this section shall prevent, lessen, or impeach any other remedy which an owner of an 

infringed patent has under the provisions of this title, but he shall not twice recover the profit 

made from the infringement.

35 USC § 289
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Differences 

Between Design 

and Utility Patents 

(Prosecution)



Why should you obtain design patents?

• Cost effective for protecting commercial embodiments

• Can provide a complementary form of patent protection
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Historical Trends
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More Recent Trends
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Source: USPTO

2000 2001 2002 2003 2004 2005 2006 2007 2008 2009 2010 2011 2012 2013 2014 2015 2016 2017 2018 2019 2020

Filings 18,292 18,280 20,904 22,602 23,975 25,553 25,515 27,752 27,782 25,806 29,059 30,467 32,799 36,034 35,378 39,097 42,571 43,340 45,083 46,847 47,838

Grants 17,413 16,871 15,451 16,574 15,695 12,951 20,965 24,062 25,565 23,116 22,799 21,356 21,951 23,468 23,657 25,986 28,873 30,870 30,497 34,794 34,877
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Compared to Utility Patents?
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Source: USPTO
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USPTO Statistics

Source: USPTO
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Timing Considerations

Patent term and related factors:
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Design Patent Utility Patent

Patent Term Period 15 years 20 years

Term starts from... Grant date Filing date

Can you file a provisional

application?

No Yes, w/ 12-month 

provisional period

If prosecution time frame is... 1-2 years 2-5 years

Then enforcement period is... 15 years 15-18 years



Timing Considerations

Timing related factors:
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Design Patent Utility Patent

Can you file a provisional

application?

No Yes – the provisional period is 

12 years

Foreign filing (conversion) 

deadline

6 months 12 months



Best prosecution practices – When to File?

• Determine whether your design is ready for patenting

– File on the design once the design is final or very close to final. 

– Changes in layout or positioning of certain components may not be protected by an earlier filing.
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Design Patent Prosecution – Options

• Design options to consider

– Black & White / Color

– Line drawings / CAD models / photographs

– Full article / portions of an article

– Denote the nature or environmental use of 

the claimed design

– Surface shading
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Exemplary Design Patents

D676457

D470166
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Design Patent Prosecution - Views

• Number of views?

– More views (6-7) can be advantageous to avoid §112 

issues and prepare for foreign filings.

– Fewer views (< 6) may provide broader infringement 

coverage. See In re Maatita, 900 F.3d 1369 (Fed. Cir. 

2018).

In re Maatita, 900 F.3d 1369 (Fed. Cir. 2018).
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Design Patent Prosecution - Views

• Number of views?

– Practice Tip: File both broad embodiments 

(e.g., fewer figures) and narrow embodiments 

(e.g., more figures).

Source: USPTO

Date: Jan. 2023In re Maatita, 900 F.3d 1369 (Fed. Cir. 2018).
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Design Patent Prosecution – Embodiments

• Single v. Multiple Embodiments in a Single Application?

• Advantages of filing multiple embodiments: 

– If you get a restriction requirement, then you can pursue divisional applications with the 
benefit of safe harbor rules. 

– If restriction requirement is not issued, several design embodiments obtained with fewer 

filing/examination fees. 

– However, beware of including too many alternative embodiments. See e.g., Pac. Coast 

Marine Windshields Ltd. V. Malibu Boats, LLC, 739 F.3d 694, 698 (Fed. Cir. 2014).

• Disadvantages of filing multiple embodiments:

– Increased upfront drawing fees.

– Can delay timing for patent issuance

• May use an appendix:

– Can include additional drawings with different titles, descriptors, images, and views of the 

design to provided added support for present or future claimed designs.
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Design Patent Prosecution - Title

• The Title Matters!

– The title is limiting in design 

patents.  

– Practice Tip: Carefully consider 

the prior art and potential 

enforcement when deciding on 

the right title for your design.

In re SurgiSil, L.L.P., No. 2020-1940, 2021 WL 4515275 (Fed Cir. 2021)

“Lip Implant”

Blick art tool

fr.com  |  36



Design Patent Prosecution – Line Amendments

• Can prosecution amendments result in a new 

matter rejection?

– Usually not when you change a solid line to a 

dashed line.  See e.g., In re Daniels, 144 F.3d 

1452 (Fed. Cir. 1998).  

– Yes, when you introduce a new line, e.g., a solid or 

dashed line.  See e.g., In re Owens, Appeal No. 

2012-1261 (Fed. Cir. 2013). 

– Practice Tips: 

• When considering which lines you want to 

claim (solid lines) and not claim (dashed lines), 

keep in mind that you may switch from solid to 

dashed lines during prosecution, but other line 

changes may be subject to §112 issues.

• Consider adding text in the description section 

to describe alternative design options and/or 

mitigate written description issues.  

‘709 Application

‘172 Application 

In re Owens, Appeal No. 2012-1261 (Fed. Cir. 2013) fr.com  |  37



Prosecution practice points – GUI Design Patents

• For graphical user interface (GUI) design patents:

– Static vs. animated GUI 

– Practice Tips:

• Satisfy the “article of manufacture” requirement by putting a display screen (rectangular box) in dashed lines 

around what you want to claim. 

• Describe the GUI as a “display screen or portion thereof with graphical user interface.”

• For animated GUIs, describe the sequence for animation GUI design patents, e.g., “The appearance of the 

animated images sequentially transitions between the images shown in FIGS. 1-3. The process or period in 

which one image transitions to another forms no part of the claimed design.”

D669906
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Best prosecution practices for design applications

• Consider number of views to show in an animated GUI design patent.

– A GUI design patent with nine views: 

D687047
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Best prosecution practices – Summary

• Summary Points:

– File both utility and design patents to obtain complementary IP coverage, but consider the 

interplay between functional parts/elements described in your utility patent and those being 

claimed in your design patent. 

– Carefully consider the right title for your design as it will impact both the prior art 

(patentability) and infringement (enforcement).

– Keep in mind that you may switch from claimed features (solid lines) and unclaimed features 
(dashed lines) during prosecution, but other changes may be subject to §112 issues.  Also, 

consider adding text descriptions to describe your design.  

– Consider strategically filing multiple embodiments in a single application.  You can also 

submit appendices drawings to provide added written support for design applications.
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