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• Litigation Series

• Key Developments & Trends

• Housekeeping

• CLE Contact: Jane Lundberg

• lundberg@fr.com

• Questions

• Materials: fishlitigationblog.com/webinars

• #fishwebinar
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• Basic Concepts in Patent Law 

(Larry)

• The Life Cycle of a Patent Case 

(Jolynn)

• Tricks and Tips

(Adam)
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What is a United States Patent?

• A legal instrument issued by the U.S. government

• Gives owner the right to exclude others from “practicing” an 

invention – a right to sue infringers: 

• For making, using, selling, offering for sale, or importing invention

• Invention: A tangible thing, or a method of doing something useful

• Must be novel and non-obvious, compared to what came before

• Geographic scope: United States and its territories

• Term:  Expires 20 years from the application filing date

• Ownership:  Initially inventor or employer.  Ownership may be 

transferred
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How to Read a Patent

• A Patent has Three Main Parts

• Cover Page

• Specification

• Claims
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How to Read a Patent

• Cover page

• Patent Number

• Title

• Inventor(s)

• Assignee

• Application Date

• Priority Documents

• References Cited

• Issue Date

• Abstract

<Put a picture of a patent 

cover page here, and 

animate so that each 

element is highlighted as 

each bullet point appears>
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How to Read a Patent

• Specification

• Drafted by the inventor 

(or patent attorney)

• Explains how to make 

and use the invention –

the patent bargain

• Description + Figures 

• May include multiple 

examples 

(embodiments)
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How to Read a Patent

• Claims

• Legally define scope of 

protection

• Each claim covers a 

distinct invention that is 

defined by its essential 

features or “limitations”

• Independent and 

dependent claims

• Infringement of one 

claim infringes the 

patent

Independent Claim

Dependent Claim
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How is a Patent Obtained?
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How is a Patent Obtained?

• Inventor Files a Patent 

Application

• Specification

• Proposed Claims
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How is a Patent Obtained?

• Inventor Files a Patent 

Application

• Specification

• Proposed Claims

• Patent Reviewed by a Patent 

Examiner

• Examiner searches for prior art

• May accept or reject claims

• Applicant may amend claims or 

argue
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How is a Patent Obtained?

• Inventor Files a Patent 
Application

• Specification

• Proposed Claims

• Patent Reviewed by a Patent 
Examiner

• Examiner searches for prior art

• May accept or reject claims

• Applicant may amend claims or 
argue

• Creates a public record 
(prosecution history)

• May be used by courts to 
interpret the claims
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How is a Patent Obtained?

• Inventor Files a Patent 
Application

• Specification

• Proposed Claims

• Patent Reviewed by a Patent 
Examiner

• Examiner searches for prior art

• May accept or reject claims

• Applicant may amend claims or 
argue

• Creates a public record 
(prosecution history)

• May be used by courts to 
interpret the claims

“The admitted prior art does 

not disclose or suggest 

assigning a score to each of 

the linked documents based 

on the scores of the one or 

more linking documents. 

Instead, the admitted prior art 

discloses assigning a rank to a 

document based on a degree 

to which search terms match 

the anchor descriptions in its 

backlink documents.” 
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 

making, using, selling, offering for sale or importing the claimed 

invention
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 

making, using, selling, offering for sale or importing the claimed 

invention

• Types of Infringement

• Direct

• Literal

• Doctrine of Equivalents

• Indirect

• Contributory

• Induced



Literal Infringement

Claim Limitation Present?

A Yes

B Yes

C Yes

D Yes
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 
making, using, selling, offering for sale or importing the claimed 
invention

• Types of Infringement

• Direct

• Literal

• Doctrine of Equivalents

• Indirect

• Contributory

• Induced



Doctrine of Equivalents Infringement

Claim Limitation Present?

A Yes

B Yes

C Yes

D No, but equivalent
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 

making, using, selling, offering for sale or importing the claimed 

invention

• Types of Infringement

• Direct

• Literal

• Doctrine of Equivalents

• Indirect

• Contributory

• Induced



Contributory Infringement

Claim Limitation Present?

A Yes

B Yes

C Yes

D No, but needed for 

practical use of 

product
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 

making, using, selling, offering for sale or importing the claimed 

invention

• Types of Infringement

• Direct

• Literal

• Doctrine of Equivalents

• Indirect

• Contributory

• Induced
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What is Patent Infringement?

• Basic Concept: Without the permission of the patent owner, 

making, using, selling, offering for sale or importing the claimed 

invention

• Types of Infringement

• Direct

• Literal

• Doctrine of Equivalents

• Indirect

• Contributory

• Induced

Induced Infringement

Claim Limitation Present?

A When used as 

directed

B When used as 

directed

C When used as 

directed

D When used as 

directed
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What is Patent Invalidity?

• Basic Concept: Accused infringers can challenge the validity of the 

patent

• In litigation

• In an administrative proceeding at the PTO

• No liability of infringed patent if found invalid

• Main types of Invalidity

• Anticipation

• Obviousness

• Non-patentable subject matter

• Laws of nature

• Abstract ideas

• Inadequate Disclosure
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Remedies for Infringement
• Damages

• Reasonable Royalty

• Lost Profits

• Injunction

• Types

• Preliminary

• Permanent

• Formal requirements

• Proof of infringement (or likelihood of success)

• Irreparable harm from infringement

• Balance of hardships

• Public Interest

• Practical requirements

• Competition

• Invention must drive demand for the product

• Running royalty

• For future infringement

• Available instead of injunction



US Patent Litigation – Federal Court

94 US District Courts and 677 US District Court Judges
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Map from http://www.supremecourt.gov/about/Circuit%20Map.pdf



US Patent Litigation – Basic Action

“Except as otherwise provided in this title, whoever

without authority makes, uses, offers to sell, or sells

any patented invention within the United States or

imports into the United States any patented invention

during the term of the patent therefor, infringes the

patent” and may be sued in a US District Court.

28 US Code § 271(a) and § 281

23
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US District Court Patent Litigation

Data from 01-01-2008 to 06-06-2016

• Five US District Courts get more than 50% of all patent cases

• 40% of the cases are litigated in two jurisdictions

25



New Patent Cases – Selected US Courts
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Typical US Patent Litigation Timeline
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Typical US Patent Litigation Timeline
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*Time to trial from 2015 PwC Patent Litigation Study 



US Patent Litigation 

Median Patent Litigation Costs, Reported in 2015 AIPLA Survey
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Case Start
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Phase 1

• Be sensible 

1. Objectively identify the business case for suit (patent 
owner), assess the potential risk (defendant)

2. Do your due diligence – gather / evaluate relevant 
documents and witnesses

• Must take steps to preserve information

• Search for, retain experts

• Search for invalidating prior art

• Select counsel

• Pleadings – patent owner’s complaint must be robust

• Scheduling Conference

1. Court will set schedule for the case and discovery 
limits (depositions, documents production, etc.)

2. First opportunity to assess the Court
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Phase 2

• Infringement Contentions – Patent Owner

1. Identify asserted claims 

2. Identify accused products

3. Provide claim charts – a detailed explanation of how 

each limitation in each claim is met by the accused 

products

• Invalidity Contentions – Defendant

1. Identify each invalidity theory

2. Identify prior art (patent, product, e.g.)

3. Provide claim charts – a detailed explanation of how 

the prior art anticipates or renders obvious the 

asserted claims

• Contentions are specifically prescribed in some US Courts that 

have adopted local patent rules (EDTX, NDCA, e.g.)



Typical Patent-Specific Events
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Phase 2

• Claim Construction Discovery – Party exchange

1. Identify each term requiring construction 

2. Identify proposed constructions and supporting 

evidence (patent, pros. history, or dictionary, e.g.)

3. Brief merits of parties’ respective positions

• Claim Construction Hearing (Markman hearing)

1. Court holds a hearing and decides the meaning of 

disputed terms in asserted claims 

2. Can be pivotal – outcome of the case may depend on 

the meaning of just a few claim terms 

3. First real opportunity to objectively assess the Judge 

as well as merits of the parties’ competing positions

4. Can be coupled with a technology tutorial



Patent-Specific Discovery Considerations
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Phase 2

Phase 3

• Court Orders

1. Protective Orders – limit access to a party’s sensitive 

business and technical information

2. E-discovery orders – facilitate electronic exchange of 

large volumes of data between parties (documents, 

emails, e.g.) 

3. Case-specific orders limiting access to source code, 

formulas

• Discovery Events

1. Inventor depositions

2. Patent lawyer depositions

3. Third-party depositions to establish prior art



Expert Reports
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Phase 3

• Typically retain two – technical and damages expert

1. Key witnesses, may be pricey

2. Reports exchanged after claim construction decision

• Technical report

1. Explains technology

2. Provides detailed infringement and invalidity opinions 
based on the Court’s claim constructions

• Damages report

1. Provides amount of damages “adequate to 
compensate for the infringement”

2. Typically only US-related revenue at risk

3. Measure of damages can be a combination of lost 
profits, reasonable royalty, lump sum, price erosion

• Perilous to skimp – reports should include all trial graphics



Summary Judgment
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Phase 4

• Dispositive motions – when no genuinely disputed material 

facts regarding an issue, and based on those facts, party wins

• Potential big upside:

1. May eliminate a claim or defense

2. Partial wins also strategic victories – may eliminate a 

class of products from the case

• Court may hear a dispositive motion early on, but 

circumstances must be compelling 

• There are benefits even if the motion is denied:

1. Draw out the other side’s proof

2. Educate the Court

3. Evaluate/reshape your trial presentation

• A dispositive motion (patent cases) succeeds 30% of the time*

*From Docket Navigator analytics for 2008-2015. Includes all 

orders regarding infringement, validity, enforceability, statute of 

limitations, equitable defenses, and prior license. 



Pre-trial and Trial
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Phase 5

• Pre-trial 

1. Exchange witness / exhibit lists, jury instructions, 
verdict forms

2. Rulings on evidentiary challenges – exhibits, witnesses 
including experts (Daubert motions), demonstratives 

• Trial

1. Only 2% of patent cases get to trial* 

2. Patent owner must prove infringement and damages, 
as “more likely than not” 

3. Defendant must prove invalidity under a higher burden, 
“clear and convincing” proof 

• Most expensive phase

1. Mock trial exercises – assess case themes; test issue 
strengths and vulnerabilities 

2. Graphics – great tool for explaining technology 

*From Lex Machina based on cases filed between 01-01-2006 and 06-06-2016
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• Pre-suit

• Document retention and collection

• Settlement discussions

• Attorney-client privilege

• Inventors

• Identifying targets

• Bringing Suit

• Venue

• Declaratory Judgment

• Public Statements

• During Suit

• Design Around

• Face of the company witness

• Experts

• Remedies
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• Risks from lost documents

• Preservation duty begins when litigation is reasonably anticipated, not 

necessarily filed

• Document retention/destruction policy

• Have one

• But cannot blindly follow

• May need to suspend routine destruction

• Document retention memorandum

• Update early and often

• Identify and re-identify recipients

• Collect early (pre-suit if possible) to have head start

• Consider litigation access/filtering in designing storage systems

• E.g., keep key design documents readily accessible, develop norms to protect 

attorney-client communications
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• Take opportunity to resolve without substantial legal expense and 

risk

• Risks to consider in settlement discussions

• Losing preferred forum

• Discoverability of negotiations

• Setting bad precedent, e.g. low royalty rate

• “Anchoring” expectations

• Unintentionally making lawyers (or others) fact witnesses

• Provoking undesired lawsuit



Tips and Tricks – Pre-suit: Privilege
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• Attorney-client privilege – protects communications 

between client and attorney in furtherance of legal advice

• Work product – materials prepared in anticipation of 

litigation by or at direction of attorney

• Minimize pre-suit discussions that do not involve attorneys

• Not necessarily adequate to simply copy attorneys on all emails

• Risk of waiver

• Narrow vs. broad “subject-matter” waiver

• Common-interest / joint-defense protection

• Agreement re inadvertent disclosure / “clawback”
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• Identify all inventors, including possibly omitted inventors

• Institute document retention

• Be sure to get the “whole story” of the invention

• Identify pitfalls/weaknesses early to allow for better 

planning

• Get agreements with inventors who have left the 

company

• As accused infringer, reach out to inventors who have left to see if they 

are available as consultants

• Construct case themes around inventor stories
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• Start small and then go big

• Start big and then go small

• Manufacturers vs. retailers vs. consumers

• Direct vs. Indirect Infringement

• Competitors vs. Others

• Consider litigation strategies and incentives of 

potential targets



Tips and Tricks – Bringing Suit: Venue
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• Pro-plaintiff vs. pro-defendant fora

• Judges/Rules

• Jurors

• Risk of transfer

• “Home court” advantage

• Speed of resolution

• Local patent rules/practices

• Predictability/size of bench

• Cost considerations
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• Declaratory judgment (or “DJ”) allows accused 

infringer to control forum and pace

• Sends message that accused infringer believes 

it is “in the right”

• May get quick resolution if patent owner is not 

ready or able to litigate
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• Often better to be first one to frame dispute

• Public statements likely admissible evidence

• Risk of inconsistencies, particularly where public 

statements precede litigation positions

• Often disfavored by judges
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• Lowers past damages

• Eliminates future damages

• Risk of willfulness if design around is 

ineffective

• Risk of being perceived as admission of 

infringement

• Risk can be mitigated
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• Identify early

• Important to tell story of company, even if not 

directly relevant to any specific issue in the case

• Usually high level executive or marketing person



Tips and Tricks – During Suit: Experts
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• Critical to getting to (or avoiding) a jury

• Technical and damages

• Identify best people early on (pre-suit if possible)

• Can be retained even if they won’t testify

• Qualifications

• True subject matter expert

• “Professional” experienced experts



Tips and Tricks – During Suit: Remedies
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• Reasonable royalty (always available)

• Typically only for competitors

• Lost profits

• Injunction – factors:

• Irreparable harm

• Damages inadequate

• Balance of hardships

• Public interest

• Survey experts
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Questions?



Thank you!
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Please send your NY CLE forms or questions about the webinar to Jane Lundberg at lundberg@fr.com.

A replay of the webinar will be available for viewing at http://fishlitigationblog.com. 

Jolynn M. Lussier

Principal, Boston

617-521-7810

lussier@fr.com

Lawrence K. Kolodney

Principal, Boston

617-521-7002

kolodney@fr.com

Adam J. Kessel

Principal, Boston

617-368-2180

kessel@fr.com

mailto:lundberg@fr.com
http://fishlitigationblog.com/
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#1 Patent Litigation Firm (Corporate Counsel, 2004–2015)
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