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SANDISK CORPORATION,

Plalntit-Appeliant,

STMICROELECTRONICS, INC..
Defendant-Appeles,
and
STMICROELECTRONICS NV,

Defendant.

OECIDED: March 26, 2007

United States Court of Appeals for the Federal Circuit
06-1181
TEVA PHARMACEUTICALS USA, INC.,
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NOVARTIS PHARMACEUTICALS CORPORATION,
NOVARTIS PHARMA AG
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Jan. 9, 2007
Supreme Court decides
MedImmune v.
Genentech

March 26, 2007
Federal Circuit decides
SanDisk v.
STMicroelectronics

|
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March 30, 2007
Federal Circuit decides

Teva Pharmaceuticals v.
Novartis Pharmaceuticals

Federal Circuit reacts
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Where are we now?
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United States Court of Appeals for the Federal Circuit
2008-1383
SONY ELECTRONICS, INC.
Slaintif-Appellan:,
and
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and
THOMSON, INCORPORATED,

Plaint,
and

VICTOR COMPANY OF JAPAN, LTD.
and MATSUSHITA ELECTRIC INDUSTRIAL SO, LTD.,

Plaintrs-Appellanis,

GUARDIAM MEDIA TECHNCLOGIES, LTD.,

Defendant-Appeles

Aug. 3, 2007
Federal Circuit decides
Sony Electronics v.
Guardian

Federal Circuit reacts
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Supreme Court: Medlmmune v. Genentech

® Decided January 9, 2007

® &-1, with Justice Scalia delivering the
opinion of the Court and Justice
Thomas dissenting

® Reversed a Federal Circuit decision
and effectively overruled Gen-Probe
v. Vysis that a patent licensee must
terminate or breach the license in
order to create a case or controversy
to support an action for declaratory
judgment
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Supreme Court: Medlmmune v. Genentech
(cont.)

© No bright-line test: Supreme Court
declaratory judgment case law does
“not draw the brightest of lines
between those declaratory-judgment
actions that satisfy the case-or-
controversy requirement and those
that do not.”

© Announced the All Circumstances
Test: “Basically, the question in
each case is whether the facts
alleged, under all the circumstances,
show that there is a substantial
controversy, between parties having
adverse legal interests, of sufficient
immediacy and reality to warrant the
issuance of a declaratory judgment.”
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Supreme Court: Medlmmune v. Genentech
(cont.)

© The Court criticized the Federal
Circuit, in footnote 11, noting that the
Federal Circuit’s “reasonable
apprehension of suit” test conflicts
with multiple Supreme Court cases:

= Altvater v. Freeman, 319 U.S. 359
(1943)

= Maryland Casualty Co. v. Pacific
Coal & Oil Co., 312 U.S. 270, 273
(1941)

= Aetna Life Ins. Co. v. Haworth, 300
U.S. 227, 239 (1937)

» Cardinal Chemical Co. v. Morton
Int’l, Inc., 508 U.S. 83, 98 (1993)
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Supreme Court: MedImmune v. Genentech:
Facts

® MedImmune accepted a license
obliging payment of royalties for any
drug covered by patent(s) 1ssued from
certain pending patent applications

© License provided that MedImmune
was obliged to pay royalties until
patent was held invalid 1n
unappealable, final judgment

® License did not bar Medlmmune
from challenging patent’s validity

® When patent issued, Genentech sent
letter demanding royalty payments

® MedImmune replied stating patent
was believed to be invalid and
unenforceable ﬂ
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Supreme Court: MedImmune v. Genentech:
Facts (cont.)

® MedImmune paid royalties “under
protest and with reservation of all of
its rights”

® MedIlmmune filed declaratory
judgment action “on contractual
rights and obligations,” alleging that
its drug “did not infringe” and “did
not infringe any valid claim”

® Federal Circuit applied Gen-Probe
and held that a licensee in good
standing can have no reasonable
apprehension of suit and affirmed the
district court’s dismissal of the
declaratory judgment action (s )
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Supreme Court: MedImmune v. Genentech:

Holding

© The underlying DJ action was
interpreted to be both a contract
dispute and a validity challenge

© The issue: “The factual and legal
dimensions of the dispute are well
defined and, but for petitioner’s
continuing to make royalty payments,
nothing about the dispute would
render 1t unfit for judicial resolution.”

@ Citing Altvater v. Freeman, 319 U.S.
359 (1943), the Court held that a
licensee’s failure to cease its payment
of royalties did not render non-
justiciable a dispute over the validity
of the patent
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Federal Circuit: SanDisk v.

STMicroelectronics
United States Court of Appeals for the Federal Circuit ® DeCidCd MarCh 26, 2007

L S © Judge Linn authored panel decision
i ® Relying on footnote 11 of

MedImmune, the court abolished the

Defendant-Appeles, . .

. reasonable apprehension of suit test

erems_NE— prong of the Federal Circuit’s former

two-part test for declaratory judgment

Judge Bryson Judge Linn Judge Dyk
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Federal Circuit: SanDisk v. - -
° ° "‘. S~
STMicroelectronics: Facts

United States Court of Appeals for the Federal Circuit | Context: license neg()tiations

151300

o ® SanDisk filed declaratory judgment
T anen for noninfringement or invalidity with
rvcsomEormons, e respect to various
R Appees STMicroelectronics’ patents

and

STMICROELECTROMNICSE WV,

Defendant
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Federal Circuit: SanDisk v.
STMicroelectronics: Facts (cont.)

.....

ot

“"’-’n * 1.\“3

United States Court of Appeals for the Federal Circuit

151300
SANDIZK CORPORATION,

Plainbr-Appeiians,

STMICROELECTRONICS, INC
Defendant-Appeles,
ard
STMICROELECTROMNICS WV

Defendant

® SanDisk established the requisite case
or controversy because “ST sought a
right to a royalty under its patents
based on specific, identified activity
by SanDisk,” including;:
= STMicroelectronics’ presentation of
a thorough, element-by-element
infringement analysis by seasoned
litigation experts as part of license
negotiations

= STMicroelectronics’ liberal
discussion of SanDisk’s present,
ongoing infringement of
STMicroelectronics’ patents and
the need for SanDisk to license
those patents during negotiations
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° ° ° UM R
Federal Circuit: SanDisk v. QT -
° ° .. 9 N
©, I
STMicroelectronics: Facts (cont.) U
United States Court of Appeals for the Federal Circuit . EXChange Of material il’lChldiIlg
251200 copies of patents, reverse
SANDIZK CORPORATION, . .
R engineering reports, and
infringement analysis diagrams
STMICROELECTRONICS, INC . .
oetendant Apperee. = STMicroelectronics’
oo communication that it had a right to
Cefendant a royalty

= SanDisk’s insistence it could
proceed without paying royalties
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Federal Circuit: SanDisk v.
STMicroelectronics: Holding

United States Court of Appeals for the Federal cicuit | ®  Federal Circuit adopts all
circumstances test: “We need not
s define the outer boundaries of
declaratory judgment jurisdiction,
e which will depend on the application
R of the principles of declaratory
i, judgment jurisdiction to the facts and

circumstances of each case.”
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Federal Circuit: SanDisk v.
STMicroelectronics: Holding (cont.)

United States Court of Appeals for the Federal Circuit

151300
SANDIZK CORPORATION,

Plainbr-Appeiians,

STMICROELECTRONICS, INC
Defendant-Appeles,
ard
STMICROELECTROMNICSE WV,

Defendant

© “We hold only that where a patentee
asserts rights under a patent based on
certain identified ongoing or planned
activity of another party, and where
that party contends that it has the
right to engage in the accused activity
without license, an Article III case or
controversy will arise and the party
need not risk a suit for infringement
by engaging in the identified activity
before seeking a declaration of legal
rights.”
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Federal Circuit: SanDisk v.
STMicroelectronics: Holding (cont.)

United States Court of Appeals for the Federal Circuit | Footnote 1:

151300

= Suitable confidentiality agreements
SANDIZK CORPORATION, . .
S——— can avoid the risk of a declaratory
STM™ CF:EE_EC-:._HCINICB NG jUdgment aCtion

Defendant-Appeles,

. = Rule 408 is not sufficient to prevent
STMICROELECTRONICS NV, use of negotiation communications

as a basis for declaratory judgment
jurisdiction

Defendant
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Federal Circuit: Teva v. Novartis

® Decided March 30, 2007

© Judge Gajarsa authored panel
decision

® Relying on MedImmune’s “all the
circumstances test” and
acknowledging footnote 11,
indicating the Federal Circuit’s
former two-part test for declaratory
judgment conflicts or would
contradict several Supreme Court
cases, the court adopts the “all the
circumstances’ test

Judge Mayer Judge Friedman

Judge Gajarsa
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Federal Circuit: Teva v. Novartis, 4 o E
“. V
Facts B
United States Court of Appeals for the Federal Circuit © Teva ﬁled an AbbreViated NCW Drug
Application (ANDA) with the FDA
SRR e, for a generic drug and certified as
| _ | part of the ANDA application that its
oo STEEAS T drug did not infringe any of Novartis-
— related patents or that the patents

were 1nvalid

© Novartis filed suit for infringement
for only one of its patents

® Teva filed a declaratory judgment
action on other related therapeutic use
patents
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Holding

Federal Circuit: Teva v. Novartis,
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United States Court of Appeals for the Federal Circuit
JE-1181

TEWVA PHARMACEUTICALS U3A, INC.,

2aIntr-Appelian:,

NOWARTIS PHARMACEUTICALS CORPORATION
HOVARTIS PHARMA AG
and NOWARTES INTERMATIONAL PHARMACEUTICAL LT

Defendantz-Appeless

®

‘We hold that under “all the
circumstances’ as found 1n this case,
Teva has an injury-in-fact and
therefore has a justiciable Article III
controversy.”’
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Declaratory Judgment: “All the Circumstances” in lieu of
reasonable apprehension of suit” prong of the Federal
Circuit’s former two-part test

“where a patentee asserts rights under a patent based
on certain 1dentified ongoing or planned activity of
another party, and where that party contends that 1t has

the right to engage 1n the accused activity without
license, an Article III case or controversy will arise”

- SanDisk v. STMicroelectronics
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United States Court of Appeals for the Federal Circuit
05-1300

SANDISK CORPORATION,

Plalntit-Appeliant,

STMICRCELECTRONICS, INC.

Defendant-Appeles,
and
STMICROELECTRONICS NV,

Defendant

OECIDED: March 26, 2007

United States Court of Appeals for the Federal Circuit
06-1181
TEVA PHARMACEUTICALS USA, INC.,
Plaintiff-Appellant,
V.
NOVARTIS PHARMACEUTICALS CORPORATION,
NOVARTIS PHARMA AG
and NOVARTIS INTERNATIONAL PHARMACEUTICAL LTD,,

Defendants-Appellees.

DECIDED: March 30, 2007

Jan. 9, 2007
Supreme Court decides
MedImmune v.
Genentech

March 26, 2007
Federal Circuit decides
SanDisk v.
STMicroelectronics

Concurrence by
Judge Bryson

|
| >
March 30, 2007
Federal Circuit decides

Teva Pharmaceuticals v.
Novartis Pharmaceuticals

Concurrence by
Judge Friedman

Federal Circuit reacts
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SanDisk v. STMicroelectronics:
Concurrence by Judge Bryson

© The footnote in MedImmune *“calls our case law into
question and would appear to make declaratory
judgments more readily available to parties who are
approached by patentees seeking to license their
patents.”

© But “the rule adopted by the court will effect a
Judge Bryson sweeping change in our law regarding declaratory
judgment jurisdiction.”

© It would appear that under the court’s standard, a
declaratory judgment action would be allowed 1n
“virtually any case in which the recipient of an
invitation to take a patent license elects to dispute the
need for a license and then to sue the licensee.” &
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Teva v. Novartis:
Concurrence by Senior Judge Friedman

® “In these unusual circumstances, where the Supreme
Court went out of its way to state its disagreement with
our ‘reasonable apprehension of imminent suit’ test,
which was not an issue in the case before it, it appears
incumbent on us to stop using that test and hereinafter
to apply the general declaratory judgment standards
Judge Friedman  that the Supreme Court applied in MedImmune.”
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Federal Circuit: Additional Cases

United States Court of Appeals for the Federal Circuit
2008-1383
SONY ELECTRONICS, INC.
Slaintif-Appellan:,
and
MITSUSIEHI DIGITAL ELECTRONICS AMERICA, INC.,
Duainur-Appellars,
and
THOMSON, INCORPORATED,

Plaint,
and

VICTOR COMPANYT OF JAPAN, LTD.
and MATSUSHITA ELECTRIC INDUSTRIAL SO, LTD.,

Plaintrs-Appellanis,

GUARDIAM MEDIA TECHNCLOGIES, LTD.,

Defendant-Appeles

Aug. 3, 2007
Federal Circuit decides
Sony Electronics v.
Guardian
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Federal Circuit: Sony Electronics v. <8
Guardian Media Technologies

.
.

United States Court of Appeals for the Federal Circuit
2006-1363
SONY ELECTRONICS, INC.
k- Thl r‘-ﬁ.:pzll:r'.,
and
MITSUSISHI DIGITAL ELECTRONICS AMERICA, IMC.,
Slalntir-appellant,
and
THOMSOMN, INCORP CRATED.

Plaintrs,
and

WVICTOR COMPAMY OF JAPAN, LTD
and MATSUSHITA ELECTRIC INDUSTRIAL C0, LTD.,

Plaingrs-Appeliants,

GUARDIAM MEDIA TECHNOLOGIES, LTD.,

Defendant-Appeles

®
®

Decided August 3, 2007
Judge Prost authored panel decision

Relying on Medlmmune and
acknowledging SanDisk and Teva, the
court vacates and remands for the
district court to determine whether to

entertain the declaratory judgment
suits

Judge Friedman Judge Prost
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Federal Circuit: Sony Electronics v.
Guardian Media Technologies: Facts

United States Court of Appeals for the Federal Circuit

aintir-Appellant,

THOMSOMN, INCORPORATED,

© Context: license negotiations

® Sony, Matsushita and Mitsubishi and
Thomson each filed a declaratory
judgment for noninfringement,
invalidity and unenforceable due to
laches and equitable estoppel with
respect to various Guardian patents
related to parental rating control
technology for televisions and DVD
products

® JVC also filed a declaratory judgment
suit against Guardian

© Sony, Matsushita, Mitsubishi and
JVC filed a request for ex parte
reexamination of the patents-in-suit
after filing their complaints
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Federal Circuit: Sony Electronics v.
Guardian Media Technologies:
Holding with Regard to Sony
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United States Court of Appeals for the Federal Circuit
2006-1363
SONY ELECTRONICS, INC.
k- Thl r‘-ﬁ.:psll:r'.,
and
MITSUSISHI DIGITAL ELECTRONICS AMERICA, IMC.,
Slalntir-appellant,
and
THOMSOMN, INCORP CRATED.

Plaintrs,
and

WVICTOR COMPAMY OF JAPAN, LTD
and MATSUSHITA ELECTRIC INDUSTRIAL C0, LTD.,

Plaingrs-Appeliants,

GUARDIAM MEDIA TECHNOLOGIES, LTD.,

Defendant-Appeles

® Sony established the requisite case
or controversy because the parties
had taken adverse positions
regarding whether Sony’s sale of
products infringed any valid
claims of the patents-in-suit
= Guardian identified certain Sony
products that allegedly infringed
the patents-in-suit
» Provided detailed claim charts
» Asserted entitlement to royalties of
$31M
= Guardian communicated its
position that prior art identified by
Sony did not invalidate the patents-
in-suit
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Federal Circuit: Sony Electronics v. ' R
Guardian Media Technologies:
Holding with Regard to Matsushita & JVC
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United States Court of Appeals for the Federal Circuit

200E-13E83

SONY ELECTRONICS, INC

Flainir-Appellant,

and

MITSUSISHI DIGITAL ELECTRONICS AMERICA, IMC.,

Slalntir-appellant,

and

THOMSOMN, INCORPORATED,

Plaintrs,
and

WVICTOR COMPAMY OF JAPAN, LTD

and MATSUSHITA ELECTRIC INDUSTRIAL C0, LTD.,

Plaingrs-Appeliants,

GUARDIAM MEDIA TECHNOLOGIES, LTD.,

Defendant-Appeles

® Matsushita and JVC established the
requisite case or controversy because
the parties had taken adverse
positions regarding whether
Matsushita’s and JVC’s sale of products
infringed any valid claims of the
patents-in-suit

= Guardian provided detailed

infringement analyses of patent claims

to Matsushita’s and JVC’s identified
products

» Provided detailed claim charts
» Asserted entitlement to royalties
exceeding $25M
= Matsushita and JVC maintained
patents-in-suit were invalid as

anticipated by certain identified prior @
art references
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Federal Circuit: Sony Electronics v.
Guardian Media Technologies:

Holding with Regard to Mitsubishi
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United States Court of Appeals for the Federal Circuit
2006-1363
SONY ELECTRONICS, INC.
k- Thl r‘-ﬁ.:psll:r'.,
and
MITSUSISHI DIGITAL ELECTRONICS AMERICA, IMC.,
Slalntir-appellant,
and

THOMSOMN, INCORPORATED,

Plaintrs,
and

WVICTOR COMPAMY OF JAPAN, LTD
and MATSUSHITA ELECTRIC INDUSTRIAL C0, LTD.,

Paingrs-Appaliants,
GUARDIAM MEDIA TECHNOLOGIES, LTD.,

Defendant-Appeles

® Mitsubishi established the requisite
case or controversy because the
parties had taken adverse positions
regarding whether Mitsubishi’s sale

of products infringed any valid claims
of the patents-in-suit

= Guardian conveyed that any Mitsubishi
product having V-chip functionality
infringed the patents-in-suit
» Identified specific models that allegedly
supported V-chip functionality

» Offered a “fully paid-up license” for $4M
which would cover every V-chip enabled

product sold by Mitsubishi
=  Mitsubishi maintained it did not need a
license because the patents-in-suit were
invalid in view of certain identified @
prior art references
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Federal Circuit: Sony Electronics v.
Guardian Media Technologies:

Holding

United States Court of Appeals for the Federal Circuit

200E-13E83

SONY ELECTRONICS, INC

Flainir-Appellant,

and

MITSUSISHI DIGITAL ELECTRONICS AMERICA, IMC.,

Slalntir-appellant,

and
THOMSOMN, INCORPORATED,

Plaintrs,
and

WVICTOR COMPAMY OF JAPAN, LTD

and MATSUSHITA ELECTRIC INDUSTRIAL C0, LTD.,

Plaingrs-Appeliants,

GUARDIAM MEDIA TECHNOLOGIES, LTD.,

Defendant-Appeles

© Because Guardian asserts that it 1s

owed royalties based on specific
past and ongoing activities by
Sony, Matsushita, JVC and
Mitsubishi, and because Sony,
Matsushita, JVC and Mitsubishi
cach contend that it has a right to
engage 1n those activities without
a license, there 1s an actual
controversy between the parties
within the meaning of the
Declaratory Judgment Act

® District court erred in dismissing
the complaints for lack of subject
matter jurisdiction
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