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(A) EFFECTIVE DATE.—This subsection shall take effect
on the date that is 10 days after the date of the enactment
of this Act.
(B) TERMINATION.—The fee imposed under paragraph
(1)(A)(i), and the reduced fee under paragraph (2), shall
terminate on the effective date of the setting or adjustment
of the fee under paragraph (1)(A)(i) pursuant to the exercise
of the authority under section 10 for the first time with
respect to that fee.
(i) APPROPRIATION ACCOUNT TRANSITION FEES.—
(1) SURCHARGE.—
(A) IN GENERAL.—There shall be a surcharge of 15
percent, rounded by standard arithmetic rules, on all fees
charged or authorized by subsections (a), (b), and (d)(1)
of section 41, and section 132(b), of title 35, United States
Code. Any surcharge imposed under this subsection is,
and shall be construed to be, separate from and in addition
to any other surcharge imposed under this Act or any
other provision of law.
(B) DEPOSIT OF AMOUNTS.—Amounts collected pursuant
to the surcharge imposed under subparagraph (A) shall
be credited to the United States Patent and Trademark
Appropriation Account, shall remain available until
expended, and may be used only for the purposes specified
in section 42(c)(3)(A) of title 35, United States Code.
(2) EFFECTIVE DATE AND TERMINATION OF SURCHARGE.—
The surcharge provided for in paragraph (1)—
(A) shall take effect on the date that is 10 days after
the date of the enactment of this Act; and
(B) shall terminate, with respect to a fee to which
paragraph (1)(A) applies, on the effective date of the setting
or adjustment of that fee pursuant to the exercise of the
authority under section 10 for the first time with respect
to that fee.
(j) EFFECTIVE DATE.—Except as otherwise provided in this section, this section and the amendments made by this section shall
take effect on the date of the enactment of this Act.

35 USC 41 note.

Applicability.

35 USC 41 note.

SEC. 12. SUPPLEMENTAL EXAMINATION.
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(a) IN GENERAL.—Chapter 25 of title 35, United States Code,
is amended by adding at the end the following:
‘‘§ 257. Supplemental examinations to consider, reconsider,
or correct information
‘‘(a) REQUEST FOR SUPPLEMENTAL EXAMINATION.—A patent
owner may request supplemental examination of a patent in the
Office to consider, reconsider, or correct information believed to
be relevant to the patent, in accordance with such requirements
as the Director may establish. Within 3 months after the date
a request for supplemental examination meeting the requirements
of this section is received, the Director shall conduct the supplemental examination and shall conclude such examination by issuing
a certificate indicating whether the information presented in the
request raises a substantial new question of patentability.
‘‘(b) REEXAMINATION ORDERED.—If the certificate issued under
subsection (a) indicates that a substantial new question of patentability is raised by 1 or more items of information in the request,
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the Director shall order reexamination of the patent. The
reexamination shall be conducted according to procedures established by chapter 30, except that the patent owner shall not have
the right to file a statement pursuant to section 304. During the
reexamination, the Director shall address each substantial new
question of patentability identified during the supplemental examination, notwithstanding the limitations in chapter 30 relating to
patents and printed publication or any other provision of such
chapter.
‘‘(c) EFFECT.—
‘‘(1) IN GENERAL.—A patent shall not be held unenforceable
on the basis of conduct relating to information that had not
been considered, was inadequately considered, or was incorrect
in a prior examination of the patent if the information was
considered, reconsidered, or corrected during a supplemental
examination of the patent. The making of a request under
subsection (a), or the absence thereof, shall not be relevant
to enforceability of the patent under section 282.
‘‘(2) EXCEPTIONS.—
‘‘(A) PRIOR ALLEGATIONS.—Paragraph (1) shall not
apply to an allegation pled with particularity in a civil
action, or set forth with particularity in a notice received
by the patent owner under section 505(j)(2)(B)(iv)(II) of
the Federal Food, Drug, and Cosmetic Act (21 U.S.C.
355(j)(2)(B)(iv)(II)), before the date of a supplemental examination request under subsection (a) to consider, reconsider,
or correct information forming the basis for the allegation.
‘‘(B) PATENT ENFORCEMENT ACTIONS.—In an action
brought under section 337(a) of the Tariff Act of 1930
(19 U.S.C. 1337(a)), or section 281 of this title, paragraph
(1) shall not apply to any defense raised in the action
that is based upon information that was considered,
reconsidered, or corrected pursuant to a supplemental
examination request under subsection (a), unless the
supplemental examination, and any reexamination ordered
pursuant to the request, are concluded before the date
on which the action is brought.
‘‘(d) FEES AND REGULATIONS.—
‘‘(1) FEES.—The Director shall, by regulation, establish fees
for the submission of a request for supplemental examination
of a patent, and to consider each item of information submitted
in the request. If reexamination is ordered under subsection
(b), fees established and applicable to ex parte reexamination
proceedings under chapter 30 shall be paid, in addition to
fees applicable to supplemental examination.
‘‘(2) REGULATIONS.—The Director shall issue regulations
governing the form, content, and other requirements of requests
for supplemental examination, and establishing procedures for
reviewing information submitted in such requests.
‘‘(e) FRAUD.—If the Director becomes aware, during the course
of a supplemental examination or reexamination proceeding ordered
under this section, that a material fraud on the Office may have
been committed in connection with the patent that is the subject
of the supplemental examination, then in addition to any other
actions the Director is authorized to take, including the cancellation
of any claims found to be invalid under section 307 as a result
of a reexamination ordered under this section, the Director shall
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also refer the matter to the Attorney General for such further
action as the Attorney General may deem appropriate. Any such
referral shall be treated as confidential, shall not be included in
the file of the patent, and shall not be disclosed to the public
unless the United States charges a person with a criminal offense
in connection with such referral.
‘‘(f) RULE OF CONSTRUCTION.—Nothing in this section shall
be construed—
‘‘(1) to preclude the imposition of sanctions based upon
criminal or antitrust laws (including section 1001(a) of title
18, the first section of the Clayton Act, and section 5 of the
Federal Trade Commission Act to the extent that section relates
to unfair methods of competition);
‘‘(2) to limit the authority of the Director to investigate
issues of possible misconduct and impose sanctions for misconduct in connection with matters or proceedings before the
Office; or
‘‘(3) to limit the authority of the Director to issue regulations under chapter 3 relating to sanctions for misconduct by
representatives practicing before the Office.’’.
(b) CONFORMING AMENDMENT.—The table of sections for chapter
25 of title 35, United States Code, is amended by adding at the
end the following new item:
‘‘257. Supplemental examinations to consider, reconsider, or correct information.’’.

(c) EFFECTIVE DATE.—The amendments made by this section
shall take effect upon the expiration of the 1-year period beginning
on the date of the enactment of this Act and shall apply to any
patent issued before, on, or after that effective date.

Applicability.
35 USC 257 note.

SEC. 13. FUNDING AGREEMENTS.

(a) IN GENERAL.—Section 202(c)(7)(E)(i) of title 35, United
States Code, is amended—
(1) by striking ‘‘75 percent’’ and inserting ‘‘15 percent’’;
(2) by striking ‘‘25 percent’’ and inserting ‘‘85 percent’’;
and
(3) by striking ‘‘as described above in this clause (D);’’
and inserting ‘‘described above in this clause;’’.
(b) EFFECTIVE DATE.—The amendments made by this section
shall take effect on the date of the enactment of this Act and
shall apply to any patent issued before, on, or after that date.
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SEC. 14. TAX STRATEGIES DEEMED WITHIN THE PRIOR ART.

Applicability.
35 USC 202 note.
35 USC 102 note.

(a) IN GENERAL.—For purposes of evaluating an invention
under section 102 or 103 of title 35, United States Code, any
strategy for reducing, avoiding, or deferring tax liability, whether
known or unknown at the time of the invention or application
for patent, shall be deemed insufficient to differentiate a claimed
invention from the prior art.
(b) DEFINITION.—For purposes of this section, the term ‘‘tax
liability’’ refers to any liability for a tax under any Federal, State,
or local law, or the law of any foreign jurisdiction, including any
statute, rule, regulation, or ordinance that levies, imposes, or
assesses such tax liability.
(c) EXCLUSIONS.—This section does not apply to that part of
an invention that—
(1) is a method, apparatus, technology, computer program
product, or system, that is used solely for preparing a tax

VerDate Nov 24 2008

13:59 Sep 22, 2011

Jkt 099139

PO 00029

Frm 00045

Fmt 6580

Sfmt 6581

E:\PUBLAW\PUBL029.112

PUBL029

